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EUROPEAN PATENT APPLICATIONS: PREVENTION IS BETTER THAN CURE

There are many complexities to European IP 
practice and laws that can often cause difficulties 
to foreign practitioners. We set out in this review 
our advice on a number of critical practice areas, 
and also provide updates on recent developments 
of significant interest to our profession.
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One of the areas we discuss in this review 
is how EPO-specific objections can be 
frustratingly difficult (and expensive) to 
resolve. Many of these objections can be 
pre-empted however by means of a few 
expert tweaks, for example, before a PCT 
application is filed. 

With this in mind, Williams Powell is 
pleased to offer a pre-filing review to get 
your client’s patent application in good 
shape for the European regional phase. 

For a fixed charge of US$500, we will 
carry out the following checks in advance 
of your filing a PCT application:

•  Analysis of claim structure and 
introduction of multiple dependencies 
(to reduce risk of EPO ‘added matter’ 
objections – see article overleaf).

•  Review of description and advice 
concerning removal of toxic wording 
which may cause EPO to limit the 
scope of the invention.

•  Review of priority claim and advice 
concerning the impact of client’s own 
prior art.

•  Review of subject matter of application 
and preliminary advice as to risk of 
EPO raising an objection of excluded 
subject matter (see ‘Medical Inventions’ 
article). We will suggest appropriate 
EPO-style ‘medical use’ claims.

DRAFTING PATENT APPLICATIONS FOR EUROPE AND OTHER COUNTRIES

The European Patent Office (EPO) has a particularly 
strict approach to added subject matter and sufficiency. 
We identify below a number of areas of patent drafting 
that can significantly reduce the chances of inadvertently 
breaching EPO practice, not only during examination 
but also in post-grant oppositions. This is a complex area 
of law with significant intricacies, so we would be happy 
to advise on any specific case or query you may have.

1  ADDED SUBJECT MATTER
The European Patent Convention 
prohibits the amendment of a European 
patent application or patent “in such 
a way that it contains subject matter 
which extends beyond the content of the 
application as filed”. The abstract is not 
deemed a part of the patent application.

For many years now, the EPO has 
required that any amendment be 
supported by explicit wording in the 
original text. While the drawings, subject 
to the usual caveats, can in theory be 
used in support, they have rarely been 
given much weight. More recently, the 
Guidelines for Examination in the EPO 
have been amended to state that a more 
pragmatic approach should be taken, 
namely to consider what a person skilled 
in the art would understand from the 
original disclosure. However, we have to 
date seen little real change in the EPO’s 
approach. This does not surprise us, as the 
EPO generally prefers to use quantifiable 
standards. The “explicit support” standard 
for added subject matter, and in similar 
manner the problem and solution 
approach for assessing inventive step, are 
good examples. Therefore, the apparent 
easing of the standard for assessing 
added subject matter must be treated 
with caution and there is every chance it 
will be relied upon by the EPO only in 
exceptional circumstances.

As a consequence, it is important to draft 
patent specifications that may be used 
in Europe with clear and explicit basis 
for any amendments which could be 
envisaged after filing. A few examples are 
set out below.

1.1 Inadmissible Generalisations
These often arise in one of two ways: a) 
the generalisation of a feature described 
in specific terms, and b) the selection of a 
feature in isolation from other features to 
which it was descriptively linked, such as 
in one embodiment.

1.3 Ranges
Ranges are often a good way of 
qualifying broadly a parameter, feature 
or element. Any range which you may 
wish to rely upon must be specified 
explicitly in the original text. The EPO 
will not, for instance, allow a range 
to be created to encompass two or 
more disclosed specific values, as so 
doing will be deemed an inadmissible 
generalisation. Similarly, the EPO will 
not allow an arbitrary narrowing of a 
range if there is no explicit support for 
that narrower range in the specification. 
A word of caution, though, a long list of 
possible ranges could be objected to for 
the same reason as any other long list of 
alternatives.

1.4 Claim Combinations
The EPO is known to refuse the 
combination of features in separate 
claims if these have not been linked 
by dependency, unless there is explicit 
support in the original text for that 
combination. As a consequence, 
particular care needs to be taken where 
the application does not use multiple 
claim dependencies. If the combination 
cannot be derived from the claims 
themselves, it could come from the 
Summary of the Invention section or 
the specific description. When made in 
the specific description, it is important 
to follow the advice above in relation to 
intermediate generalisations.

Above are just a few examples of the 
pitfalls commonly experienced in 
making amendments at the EPO.

2  ADDED SUBJECT MATTER COULD 
SPELL THE DEATH OF A PATENT

If a patent is found after grant to have 
been inadmissibly amended, there is the 
chance that the error cannot be rectified 
in light of the prohibition in European 
patent law against broadening the scope 
of a patent. If the added subject matter 
can only be removed by a broadening 
amendment, the only outcome will 
be revocation of the patent. This is a 
draconian position that regrettably 
occurs regularly in post-grant opposition 
or revocation proceedings. In light of 
this, it is very important to examine all 
amendments to a patent application with 
particular care for European practice, as 
well as to seek to minimise the chance 
of breaching these provisions by careful 
patent drafting in the first place.

3  SUFFICIENCY - “FEASIBILITY” 
OF THE ALLEGED INVENTION

One of the criteria for sufficiency  
in the EPO is whether the claimed 
invention is “feasible”, in other words 
whether it is reasonable from reading 
the patent specification to conclude 

These traps can be avoided by thinking 
in advance about what features might 
be used in a post-filing amendment 
and ensuring that: (i) the features 
are described both in broad terms as 
well as specifically (such as “fastener” 
and “rivet”), (ii) they are described 
individually, that is, not tied to any 
other features, and (iii) they are set out 
as being applicable to all the relevant 
embodiments of the invention.

If any features are described in 
combination with one another, it is 
important to ensure that this is actually 
intended and that there are no instances 
where they could be used individually of 
one another. If they could be, this needs 
to be explicitly stated.

1.2 Lists of Options
It is common in patent applications to 
see one or more long lists of options 
for a particular element or feature. Such 
lists have very little supportive effect at 
the EPO. More specifically, a long list 
of alternatives, such as constituents of a 
product, is not deemed to disclose any 
one of those constituents explicitly. The 
position becomes even more precarious 
when seeking to combine two or more 
items from two or more separate lists.

The general premise is that you cannot 
select arbitrarily one or more elements 
from one or more lists disclosed in 
the original application. The EPO 
will deem the selection not to have 
been disclosed. If there are preferred 
combinations of features, they should 
be explicitly mentioned. This may be 
done in one or more worked examples, 
as long as it is made clear that any 
disclosed combinations of features are 
not technically necessary combinations, 
unless they are in fact so.

that the inventors had actually made 
the claimed invention, rather that it 
being an untested hope or statement of 
desire. There are several reasons why  
a disclosed invention may be considered 
not feasible. The first is the lack of at 
least one worked example falling within 
the scope of the claims. Whilst it is 
not a mandatory requirement to give a 
worked example, this should only be 
omitted in cases where the invention 
can undoubtedly be implemented with 
ease by the skilled person.  

We have set out above only a few  
of the complexities of drafting patent 
specifications for Europe, and which are 
also applicable in many other countries 
including many of the Asian and Far 
Eastern Patent Offices. We would be 
happy to advise you if you have any 
other queries and to give specific advice 
on a particular case. We often review 
patent specifications for suitability  
in Europe prior to filing in other Patent 
Offices. Please see our article on this 
service in this newsletter.

Another reason is that the claims are 
very broad. In such a case, an applicant 
should aim to include a plurality 
of worked examples to support the 
contention that the inventive concept 
is broader than just one practical 
realisation. Worked examples are not 
limiting on the scope of the claims 
unless they comprise a feature  
or characteristic which turns out  
to be essential to the performance  
of the invention.
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PATENTING OF MEDICAL INVENTIONS IN EUROPE

The European Patent Convention (EPC) specifically 
excludes from patentability surgical and therapeutic 
methods for treatment of humans and animals, and 
diagnostic methods practised on the human or animal 
body. The rationale for this is that medical practitioners 
should not be hampered by the fear of patent 
infringement proceedings when treating patients.  
Having said this, it is worth bearing in mind what can  
be patented when an invention involves such technology.

The EPC explicitly sets out that the 
prohibition of patenting methods of 
treatment/diagnosis does not apply 
to substances or compositions for use 
in such methods. This has led to the 
practice of redrafting US method of 
medical treatment claims as medical use 
claims, which are generally of two types: 
so-called “first medical use” claims, and 
“second or further medical use” claims.

First medical use claims have the general 
format: “Substance X for use in a method 
of medical treatment”. Second or further 
medical use claims have the general 
format: “Substance X for use in a method 
of treating Disease Y”. (Swiss-style claims 
“Use of Substance X in the manufacture 
of a medicament for the treatment of 
Disease Y”, which were commonly 
included in European applications are 
no longer permitted.)

It is worth noting that first and second/
further medical use claims provide an 
exception to the general position on 
novelty in Europe. A first medical use 
claim is deemed novel if there has been 

Generally speaking, if a PCT application 
includes claims relating to a method of 
medical treatment, these are deemed 
sufficient support for first/second 
medical use claims in a European 
application derived therefrom. However, 
it is worth considering including first/
second medical use claim wording from 
the outset if it is likely that the PCT 
application will eventually enter the 
European or UK national phase.

Finally, it should be noted that the 
prohibition against patenting methods 
of diagnosis in Europe relates only to 
such methods practised on the human 
or animal body. Claims originating from 
the US often relate to diagnostic methods 
carried out on a sample obtained from  
a patient. For Europe, such claims should 
not include the step “obtaining a sample 
from a patient”. Instead, the claims could 
specify that the method is “carried out on 
a sample from a patient”.

It is certainly worth bearing these 
issues in mind before filing of a PCT 
application if it might eventually enter 
the European regional phase. As always, 
we would be happy to advise on these 
issues on a case-by-case basis.

no prior disclosure of the substance 
in any medical treatment (even if the 
substance per se is not novel). A second/
further medical use claim is deemed novel 
if the substance is not known for the 
specified medical use (even if it is already 
known for a different medical use).

Novel first and second/further medical 
use claims must, of course, meet the 
other requirements of the EPC in order 
to be allowable. In particular, they must 
be inventive, and they must be enabled. 
On this latter point the concept of 
plausibility has recently been introduced 
in UK patent case law. This is intended  
to eliminate speculative claiming,  
for example, simply listing a huge range 
of possible medical conditions in the 
hope that it can later be shown that 
the substance might work for one of 
them. Plausibility is merely an initial 
threshold: a plausible invention may 
still be held to be insufficient. In order 
to meet the requirements of inventive 
step and sufficiency, experimental data 
demonstrating a/the claimed medical use 
are usually required.
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UK TRADE MARK ATTORNEYS – STILL THE BEST PORT OF ENTRY FOR 
MAINLAND EUROPE

For many years UK trade mark attorneys have provided 
EU and non-EU clients with high quality representation 
before the EUIPO. In this article, we underline the 
reasons why even after Brexit the UK profession will still 
be the most effective way for non-EU clients to access the 
EU trade mark system.

At first it seems counter-intuitive – why 
look to attorneys in a non-EU country (if 
that’s where the UK ends up) to provide 
EU trade mark services? 

Primarily, it comes down to the ability 
of UK attorneys to bridge the gap 
between a use-based, common-law 
system of trade mark rights and the more 
registration-based mainland European 
system. UK lawyers have always enjoyed 
a strong advantage when it comes to 
representing clients from the same 
type of legal system as that in the UK, 
including for example the ability to 
translate specifications of goods and 
services drafted under the draconian eye 
of the USPTO into the more permissive, 
EUIPO-style specifications of goods and 
services, in order to optimise the client’s 
rights. This includes broadening the 
narrow wording of the kind preferred by 
the USPTO (amongst others) without 
falling into the trap of kitchen-sink, 
class-heading claims historically used 
in mainland Europe. This is particularly 
important to avoid, given the IP 
Translator guidance issued by the CJEU 
and EUIPO (which held that class-
heading claims should not automatically 
cover all goods in the class). 

Of course, other reasons to continue to 
use your UK attorney include continuity 
of a successful existing client-lawyer 
relationship, language, price and level of 
client service. 

As for the practicalities of providing 
these services, rest assured that whatever 
the outcome of the Brexit negotiations, 
Williams Powell is committed to 
continue providing to its clients  
the same quality of EU trade mark 
services at the same price as before 
Brexit. It is perfectly possible for example 
that the UK will end up after Brexit  
in the European Economic Area (EEA), 
in which case UK trade mark attorneys 
will continue to be able to file EU trade 
mark applications. And even if that isn’t 
the final outcome, we intend to continue 
to provide access to the EU trade mark 
system by other means, and are already 
making plans to open new offices in one 
of the mainland EU countries. 

Put simply, the UK might be leaving the 
EU, but Williams Powell will continue to 
be at the heart of Europe.

WILLIAMS POWELL, 11 STAPLE INN, LONDON, ENGLAND WC1V 7QH
+44 (0)20 7242 7005 . MAIL@WILLIAMSPOWELL.COM 

PATENT ATTORNEYS . TRADE MARK ATTORNEYS . LITIGATORS
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One of the areas we discuss in this review 
is how EPO-specific objections can be 
frustratingly difficult (and expensive) to 
resolve. Many of these objections can be 
pre-empted however by means of a few 
expert tweaks, for example, before a PCT 
application is filed. 

With this in mind, Williams Powell is 
pleased to offer a pre-filing review to get 
your client’s patent application in good 
shape for the European regional phase. 

For a fixed charge of US$500, we will 
carry out the following checks in advance 
of your filing a PCT application:

•  Analysis of claim structure and 
introduction of multiple dependencies 
(to reduce risk of EPO ‘added matter’ 
objections – see article overleaf).

•  Review of description and advice 
concerning removal of toxic wording 
which may cause EPO to limit the 
scope of the invention.

•  Review of priority claim and advice 
concerning the impact of client’s own 
prior art.

•  Review of subject matter of application 
and preliminary advice as to risk of 
EPO raising an objection of excluded 
subject matter (see ‘Medical Inventions’ 
article). We will suggest appropriate 
EPO-style ‘medical use’ claims.

DRAFTING PATENT APPLICATIONS FOR EUROPE AND OTHER COUNTRIES

The European Patent Office (EPO) has a particularly 
strict approach to added subject matter and sufficiency. 
We identify below a number of areas of patent drafting 
that can significantly reduce the chances of inadvertently 
breaching EPO practice, not only during examination 
but also in post-grant oppositions. This is a complex area 
of law with significant intricacies, so we would be happy 
to advise on any specific case or query you may have.

1  ADDED SUBJECT MATTER
The European Patent Convention 
prohibits the amendment of a European 
patent application or patent “in such 
a way that it contains subject matter 
which extends beyond the content of the 
application as filed”. The abstract is not 
deemed a part of the patent application.

For many years now, the EPO has 
required that any amendment be 
supported by explicit wording in the 
original text. While the drawings, subject 
to the usual caveats, can in theory be 
used in support, they have rarely been 
given much weight. More recently, the 
Guidelines for Examination in the EPO 
have been amended to state that a more 
pragmatic approach should be taken, 
namely to consider what a person skilled 
in the art would understand from the 
original disclosure. However, we have to 
date seen little real change in the EPO’s 
approach. This does not surprise us, as the 
EPO generally prefers to use quantifiable 
standards. The “explicit support” standard 
for added subject matter, and in similar 
manner the problem and solution 
approach for assessing inventive step, are 
good examples. Therefore, the apparent 
easing of the standard for assessing 
added subject matter must be treated 
with caution and there is every chance it 
will be relied upon by the EPO only in 
exceptional circumstances.

As a consequence, it is important to draft 
patent specifications that may be used 
in Europe with clear and explicit basis 
for any amendments which could be 
envisaged after filing. A few examples are 
set out below.

1.1 Inadmissible Generalisations
These often arise in one of two ways: a) 
the generalisation of a feature described 
in specific terms, and b) the selection of a 
feature in isolation from other features to 
which it was descriptively linked, such as 
in one embodiment.

1.3 Ranges
Ranges are often a good way of 
qualifying broadly a parameter, feature 
or element. Any range which you may 
wish to rely upon must be specified 
explicitly in the original text. The EPO 
will not, for instance, allow a range 
to be created to encompass two or 
more disclosed specific values, as so 
doing will be deemed an inadmissible 
generalisation. Similarly, the EPO will 
not allow an arbitrary narrowing of a 
range if there is no explicit support for 
that narrower range in the specification. 
A word of caution, though, a long list of 
possible ranges could be objected to for 
the same reason as any other long list of 
alternatives.

1.4 Claim Combinations
The EPO is known to refuse the 
combination of features in separate 
claims if these have not been linked 
by dependency, unless there is explicit 
support in the original text for that 
combination. As a consequence, 
particular care needs to be taken where 
the application does not use multiple 
claim dependencies. If the combination 
cannot be derived from the claims 
themselves, it could come from the 
Summary of the Invention section or 
the specific description. When made in 
the specific description, it is important 
to follow the advice above in relation to 
intermediate generalisations.

Above are just a few examples of the 
pitfalls commonly experienced in 
making amendments at the EPO.

2  ADDED SUBJECT MATTER COULD 
SPELL THE DEATH OF A PATENT

If a patent is found after grant to have 
been inadmissibly amended, there is the 
chance that the error cannot be rectified 
in light of the prohibition in European 
patent law against broadening the scope 
of a patent. If the added subject matter 
can only be removed by a broadening 
amendment, the only outcome will 
be revocation of the patent. This is a 
draconian position that regrettably 
occurs regularly in post-grant opposition 
or revocation proceedings. In light of 
this, it is very important to examine all 
amendments to a patent application with 
particular care for European practice, as 
well as to seek to minimise the chance 
of breaching these provisions by careful 
patent drafting in the first place.

3  SUFFICIENCY - “FEASIBILITY” 
OF THE ALLEGED INVENTION

One of the criteria for sufficiency  
in the EPO is whether the claimed 
invention is “feasible”, in other words 
whether it is reasonable from reading 
the patent specification to conclude 

These traps can be avoided by thinking 
in advance about what features might 
be used in a post-filing amendment 
and ensuring that: (i) the features 
are described both in broad terms as 
well as specifically (such as “fastener” 
and “rivet”), (ii) they are described 
individually, that is, not tied to any 
other features, and (iii) they are set out 
as being applicable to all the relevant 
embodiments of the invention.

If any features are described in 
combination with one another, it is 
important to ensure that this is actually 
intended and that there are no instances 
where they could be used individually of 
one another. If they could be, this needs 
to be explicitly stated.

1.2 Lists of Options
It is common in patent applications to 
see one or more long lists of options 
for a particular element or feature. Such 
lists have very little supportive effect at 
the EPO. More specifically, a long list 
of alternatives, such as constituents of a 
product, is not deemed to disclose any 
one of those constituents explicitly. The 
position becomes even more precarious 
when seeking to combine two or more 
items from two or more separate lists.

The general premise is that you cannot 
select arbitrarily one or more elements 
from one or more lists disclosed in 
the original application. The EPO 
will deem the selection not to have 
been disclosed. If there are preferred 
combinations of features, they should 
be explicitly mentioned. This may be 
done in one or more worked examples, 
as long as it is made clear that any 
disclosed combinations of features are 
not technically necessary combinations, 
unless they are in fact so.

that the inventors had actually made 
the claimed invention, rather that it 
being an untested hope or statement of 
desire. There are several reasons why  
a disclosed invention may be considered 
not feasible. The first is the lack of at 
least one worked example falling within 
the scope of the claims. Whilst it is 
not a mandatory requirement to give a 
worked example, this should only be 
omitted in cases where the invention 
can undoubtedly be implemented with 
ease by the skilled person.  

We have set out above only a few  
of the complexities of drafting patent 
specifications for Europe, and which are 
also applicable in many other countries 
including many of the Asian and Far 
Eastern Patent Offices. We would be 
happy to advise you if you have any 
other queries and to give specific advice 
on a particular case. We often review 
patent specifications for suitability  
in Europe prior to filing in other Patent 
Offices. Please see our article on this 
service in this newsletter.

Another reason is that the claims are 
very broad. In such a case, an applicant 
should aim to include a plurality 
of worked examples to support the 
contention that the inventive concept 
is broader than just one practical 
realisation. Worked examples are not 
limiting on the scope of the claims 
unless they comprise a feature  
or characteristic which turns out  
to be essential to the performance  
of the invention.
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PATENTING OF MEDICAL INVENTIONS IN EUROPE

The European Patent Convention (EPC) specifically 
excludes from patentability surgical and therapeutic 
methods for treatment of humans and animals, and 
diagnostic methods practised on the human or animal 
body. The rationale for this is that medical practitioners 
should not be hampered by the fear of patent 
infringement proceedings when treating patients.  
Having said this, it is worth bearing in mind what can  
be patented when an invention involves such technology.

The EPC explicitly sets out that the 
prohibition of patenting methods of 
treatment/diagnosis does not apply 
to substances or compositions for use 
in such methods. This has led to the 
practice of redrafting US method of 
medical treatment claims as medical use 
claims, which are generally of two types: 
so-called “first medical use” claims, and 
“second or further medical use” claims.

First medical use claims have the general 
format: “Substance X for use in a method 
of medical treatment”. Second or further 
medical use claims have the general 
format: “Substance X for use in a method 
of treating Disease Y”. (Swiss-style claims 
“Use of Substance X in the manufacture 
of a medicament for the treatment of 
Disease Y”, which were commonly 
included in European applications are 
no longer permitted.)

It is worth noting that first and second/
further medical use claims provide an 
exception to the general position on 
novelty in Europe. A first medical use 
claim is deemed novel if there has been 

Generally speaking, if a PCT application 
includes claims relating to a method of 
medical treatment, these are deemed 
sufficient support for first/second 
medical use claims in a European 
application derived therefrom. However, 
it is worth considering including first/
second medical use claim wording from 
the outset if it is likely that the PCT 
application will eventually enter the 
European or UK national phase.

Finally, it should be noted that the 
prohibition against patenting methods 
of diagnosis in Europe relates only to 
such methods practised on the human 
or animal body. Claims originating from 
the US often relate to diagnostic methods 
carried out on a sample obtained from  
a patient. For Europe, such claims should 
not include the step “obtaining a sample 
from a patient”. Instead, the claims could 
specify that the method is “carried out on 
a sample from a patient”.

It is certainly worth bearing these 
issues in mind before filing of a PCT 
application if it might eventually enter 
the European regional phase. As always, 
we would be happy to advise on these 
issues on a case-by-case basis.

no prior disclosure of the substance 
in any medical treatment (even if the 
substance per se is not novel). A second/
further medical use claim is deemed novel 
if the substance is not known for the 
specified medical use (even if it is already 
known for a different medical use).

Novel first and second/further medical 
use claims must, of course, meet the 
other requirements of the EPC in order 
to be allowable. In particular, they must 
be inventive, and they must be enabled. 
On this latter point the concept of 
plausibility has recently been introduced 
in UK patent case law. This is intended  
to eliminate speculative claiming,  
for example, simply listing a huge range 
of possible medical conditions in the 
hope that it can later be shown that 
the substance might work for one of 
them. Plausibility is merely an initial 
threshold: a plausible invention may 
still be held to be insufficient. In order 
to meet the requirements of inventive 
step and sufficiency, experimental data 
demonstrating a/the claimed medical use 
are usually required.
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UK TRADE MARK ATTORNEYS – STILL THE BEST PORT OF ENTRY FOR 
MAINLAND EUROPE

For many years UK trade mark attorneys have provided 
EU and non-EU clients with high quality representation 
before the EUIPO. In this article, we underline the 
reasons why even after Brexit the UK profession will still 
be the most effective way for non-EU clients to access the 
EU trade mark system.

At first it seems counter-intuitive – why 
look to attorneys in a non-EU country (if 
that’s where the UK ends up) to provide 
EU trade mark services? 

Primarily, it comes down to the ability 
of UK attorneys to bridge the gap 
between a use-based, common-law 
system of trade mark rights and the more 
registration-based mainland European 
system. UK lawyers have always enjoyed 
a strong advantage when it comes to 
representing clients from the same 
type of legal system as that in the UK, 
including for example the ability to 
translate specifications of goods and 
services drafted under the draconian eye 
of the USPTO into the more permissive, 
EUIPO-style specifications of goods and 
services, in order to optimise the client’s 
rights. This includes broadening the 
narrow wording of the kind preferred by 
the USPTO (amongst others) without 
falling into the trap of kitchen-sink, 
class-heading claims historically used 
in mainland Europe. This is particularly 
important to avoid, given the IP 
Translator guidance issued by the CJEU 
and EUIPO (which held that class-
heading claims should not automatically 
cover all goods in the class). 

Of course, other reasons to continue to 
use your UK attorney include continuity 
of a successful existing client-lawyer 
relationship, language, price and level of 
client service. 

As for the practicalities of providing 
these services, rest assured that whatever 
the outcome of the Brexit negotiations, 
Williams Powell is committed to 
continue providing to its clients  
the same quality of EU trade mark 
services at the same price as before 
Brexit. It is perfectly possible for example 
that the UK will end up after Brexit  
in the European Economic Area (EEA), 
in which case UK trade mark attorneys 
will continue to be able to file EU trade 
mark applications. And even if that isn’t 
the final outcome, we intend to continue 
to provide access to the EU trade mark 
system by other means, and are already 
making plans to open new offices in one 
of the mainland EU countries. 

Put simply, the UK might be leaving the 
EU, but Williams Powell will continue to 
be at the heart of Europe.
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EUROPEAN PATENT APPLICATIONS: PREVENTION IS BETTER THAN CURE

There are many complexities to European IP 
practice and laws that can often cause difficulties 
to foreign practitioners. We set out in this review 
our advice on a number of critical practice areas, 
and also provide updates on recent developments 
of significant interest to our profession.
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One of the areas we discuss in this review 
is how EPO-specific objections can be 
frustratingly difficult (and expensive) to 
resolve. Many of these objections can be 
pre-empted however by means of a few 
expert tweaks, for example, before a PCT 
application is filed. 

With this in mind, Williams Powell is 
pleased to offer a pre-filing review to get 
your client’s patent application in good 
shape for the European regional phase. 

For a fixed charge of US$500, we will 
carry out the following checks in advance 
of your filing a PCT application:

•  Analysis of claim structure and 
introduction of multiple dependencies 
(to reduce risk of EPO ‘added matter’ 
objections – see article overleaf).

•  Review of description and advice 
concerning removal of toxic wording 
which may cause EPO to limit the 
scope of the invention.

•  Review of priority claim and advice 
concerning the impact of client’s own 
prior art.

•  Review of subject matter of application 
and preliminary advice as to risk of 
EPO raising an objection of excluded 
subject matter (see ‘Medical Inventions’ 
article). We will suggest appropriate 
EPO-style ‘medical use’ claims.

DRAFTING PATENT APPLICATIONS FOR EUROPE AND OTHER COUNTRIES

The European Patent Office (EPO) has a particularly 
strict approach to added subject matter and sufficiency. 
We identify below a number of areas of patent drafting 
that can significantly reduce the chances of inadvertently 
breaching EPO practice, not only during examination 
but also in post-grant oppositions. This is a complex area 
of law with significant intricacies, so we would be happy 
to advise on any specific case or query you may have.

1  ADDED SUBJECT MATTER
The European Patent Convention 
prohibits the amendment of a European 
patent application or patent “in such 
a way that it contains subject matter 
which extends beyond the content of the 
application as filed”. The abstract is not 
deemed a part of the patent application.

For many years now, the EPO has 
required that any amendment be 
supported by explicit wording in the 
original text. While the drawings, subject 
to the usual caveats, can in theory be 
used in support, they have rarely been 
given much weight. More recently, the 
Guidelines for Examination in the EPO 
have been amended to state that a more 
pragmatic approach should be taken, 
namely to consider what a person skilled 
in the art would understand from the 
original disclosure. However, we have to 
date seen little real change in the EPO’s 
approach. This does not surprise us, as the 
EPO generally prefers to use quantifiable 
standards. The “explicit support” standard 
for added subject matter, and in similar 
manner the problem and solution 
approach for assessing inventive step, are 
good examples. Therefore, the apparent 
easing of the standard for assessing 
added subject matter must be treated 
with caution and there is every chance it 
will be relied upon by the EPO only in 
exceptional circumstances.

As a consequence, it is important to draft 
patent specifications that may be used 
in Europe with clear and explicit basis 
for any amendments which could be 
envisaged after filing. A few examples are 
set out below.

1.1 Inadmissible Generalisations
These often arise in one of two ways: a) 
the generalisation of a feature described 
in specific terms, and b) the selection of a 
feature in isolation from other features to 
which it was descriptively linked, such as 
in one embodiment.

1.3 Ranges
Ranges are often a good way of 
qualifying broadly a parameter, feature 
or element. Any range which you may 
wish to rely upon must be specified 
explicitly in the original text. The EPO 
will not, for instance, allow a range 
to be created to encompass two or 
more disclosed specific values, as so 
doing will be deemed an inadmissible 
generalisation. Similarly, the EPO will 
not allow an arbitrary narrowing of a 
range if there is no explicit support for 
that narrower range in the specification. 
A word of caution, though, a long list of 
possible ranges could be objected to for 
the same reason as any other long list of 
alternatives.

1.4 Claim Combinations
The EPO is known to refuse the 
combination of features in separate 
claims if these have not been linked 
by dependency, unless there is explicit 
support in the original text for that 
combination. As a consequence, 
particular care needs to be taken where 
the application does not use multiple 
claim dependencies. If the combination 
cannot be derived from the claims 
themselves, it could come from the 
Summary of the Invention section or 
the specific description. When made in 
the specific description, it is important 
to follow the advice above in relation to 
intermediate generalisations.

Above are just a few examples of the 
pitfalls commonly experienced in 
making amendments at the EPO.

2  ADDED SUBJECT MATTER COULD 
SPELL THE DEATH OF A PATENT

If a patent is found after grant to have 
been inadmissibly amended, there is the 
chance that the error cannot be rectified 
in light of the prohibition in European 
patent law against broadening the scope 
of a patent. If the added subject matter 
can only be removed by a broadening 
amendment, the only outcome will 
be revocation of the patent. This is a 
draconian position that regrettably 
occurs regularly in post-grant opposition 
or revocation proceedings. In light of 
this, it is very important to examine all 
amendments to a patent application with 
particular care for European practice, as 
well as to seek to minimise the chance 
of breaching these provisions by careful 
patent drafting in the first place.

3  SUFFICIENCY - “FEASIBILITY” 
OF THE ALLEGED INVENTION

One of the criteria for sufficiency  
in the EPO is whether the claimed 
invention is “feasible”, in other words 
whether it is reasonable from reading 
the patent specification to conclude 

These traps can be avoided by thinking 
in advance about what features might 
be used in a post-filing amendment 
and ensuring that: (i) the features 
are described both in broad terms as 
well as specifically (such as “fastener” 
and “rivet”), (ii) they are described 
individually, that is, not tied to any 
other features, and (iii) they are set out 
as being applicable to all the relevant 
embodiments of the invention.

If any features are described in 
combination with one another, it is 
important to ensure that this is actually 
intended and that there are no instances 
where they could be used individually of 
one another. If they could be, this needs 
to be explicitly stated.

1.2 Lists of Options
It is common in patent applications to 
see one or more long lists of options 
for a particular element or feature. Such 
lists have very little supportive effect at 
the EPO. More specifically, a long list 
of alternatives, such as constituents of a 
product, is not deemed to disclose any 
one of those constituents explicitly. The 
position becomes even more precarious 
when seeking to combine two or more 
items from two or more separate lists.

The general premise is that you cannot 
select arbitrarily one or more elements 
from one or more lists disclosed in 
the original application. The EPO 
will deem the selection not to have 
been disclosed. If there are preferred 
combinations of features, they should 
be explicitly mentioned. This may be 
done in one or more worked examples, 
as long as it is made clear that any 
disclosed combinations of features are 
not technically necessary combinations, 
unless they are in fact so.

that the inventors had actually made 
the claimed invention, rather that it 
being an untested hope or statement of 
desire. There are several reasons why  
a disclosed invention may be considered 
not feasible. The first is the lack of at 
least one worked example falling within 
the scope of the claims. Whilst it is 
not a mandatory requirement to give a 
worked example, this should only be 
omitted in cases where the invention 
can undoubtedly be implemented with 
ease by the skilled person.  

We have set out above only a few  
of the complexities of drafting patent 
specifications for Europe, and which are 
also applicable in many other countries 
including many of the Asian and Far 
Eastern Patent Offices. We would be 
happy to advise you if you have any 
other queries and to give specific advice 
on a particular case. We often review 
patent specifications for suitability  
in Europe prior to filing in other Patent 
Offices. Please see our article on this 
service in this newsletter.

Another reason is that the claims are 
very broad. In such a case, an applicant 
should aim to include a plurality 
of worked examples to support the 
contention that the inventive concept 
is broader than just one practical 
realisation. Worked examples are not 
limiting on the scope of the claims 
unless they comprise a feature  
or characteristic which turns out  
to be essential to the performance  
of the invention.
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PATENTING OF MEDICAL INVENTIONS IN EUROPE

The European Patent Convention (EPC) specifically 
excludes from patentability surgical and therapeutic 
methods for treatment of humans and animals, and 
diagnostic methods practised on the human or animal 
body. The rationale for this is that medical practitioners 
should not be hampered by the fear of patent 
infringement proceedings when treating patients.  
Having said this, it is worth bearing in mind what can  
be patented when an invention involves such technology.

The EPC explicitly sets out that the 
prohibition of patenting methods of 
treatment/diagnosis does not apply 
to substances or compositions for use 
in such methods. This has led to the 
practice of redrafting US method of 
medical treatment claims as medical use 
claims, which are generally of two types: 
so-called “first medical use” claims, and 
“second or further medical use” claims.

First medical use claims have the general 
format: “Substance X for use in a method 
of medical treatment”. Second or further 
medical use claims have the general 
format: “Substance X for use in a method 
of treating Disease Y”. (Swiss-style claims 
“Use of Substance X in the manufacture 
of a medicament for the treatment of 
Disease Y”, which were commonly 
included in European applications are 
no longer permitted.)

It is worth noting that first and second/
further medical use claims provide an 
exception to the general position on 
novelty in Europe. A first medical use 
claim is deemed novel if there has been 

Generally speaking, if a PCT application 
includes claims relating to a method of 
medical treatment, these are deemed 
sufficient support for first/second 
medical use claims in a European 
application derived therefrom. However, 
it is worth considering including first/
second medical use claim wording from 
the outset if it is likely that the PCT 
application will eventually enter the 
European or UK national phase.

Finally, it should be noted that the 
prohibition against patenting methods 
of diagnosis in Europe relates only to 
such methods practised on the human 
or animal body. Claims originating from 
the US often relate to diagnostic methods 
carried out on a sample obtained from  
a patient. For Europe, such claims should 
not include the step “obtaining a sample 
from a patient”. Instead, the claims could 
specify that the method is “carried out on 
a sample from a patient”.

It is certainly worth bearing these 
issues in mind before filing of a PCT 
application if it might eventually enter 
the European regional phase. As always, 
we would be happy to advise on these 
issues on a case-by-case basis.

no prior disclosure of the substance 
in any medical treatment (even if the 
substance per se is not novel). A second/
further medical use claim is deemed novel 
if the substance is not known for the 
specified medical use (even if it is already 
known for a different medical use).

Novel first and second/further medical 
use claims must, of course, meet the 
other requirements of the EPC in order 
to be allowable. In particular, they must 
be inventive, and they must be enabled. 
On this latter point the concept of 
plausibility has recently been introduced 
in UK patent case law. This is intended  
to eliminate speculative claiming,  
for example, simply listing a huge range 
of possible medical conditions in the 
hope that it can later be shown that 
the substance might work for one of 
them. Plausibility is merely an initial 
threshold: a plausible invention may 
still be held to be insufficient. In order 
to meet the requirements of inventive 
step and sufficiency, experimental data 
demonstrating a/the claimed medical use 
are usually required.
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If you would like to 

take advantage of this 

offer, please send us the 

following at least two 

weeks before the deadline 

and we’ll do the rest:

•  A copy of the draft  

PCT specification 

•  Details of the priority 

claim

•  A list of your client’s 

other applications  

in this field

5

5/6

UK TRADE MARK ATTORNEYS – STILL THE BEST PORT OF ENTRY FOR 
MAINLAND EUROPE

For many years UK trade mark attorneys have provided 
EU and non-EU clients with high quality representation 
before the EUIPO. In this article, we underline the 
reasons why even after Brexit the UK profession will still 
be the most effective way for non-EU clients to access the 
EU trade mark system.

At first it seems counter-intuitive – why 
look to attorneys in a non-EU country (if 
that’s where the UK ends up) to provide 
EU trade mark services? 

Primarily, it comes down to the ability 
of UK attorneys to bridge the gap 
between a use-based, common-law 
system of trade mark rights and the more 
registration-based mainland European 
system. UK lawyers have always enjoyed 
a strong advantage when it comes to 
representing clients from the same 
type of legal system as that in the UK, 
including for example the ability to 
translate specifications of goods and 
services drafted under the draconian eye 
of the USPTO into the more permissive, 
EUIPO-style specifications of goods and 
services, in order to optimise the client’s 
rights. This includes broadening the 
narrow wording of the kind preferred by 
the USPTO (amongst others) without 
falling into the trap of kitchen-sink, 
class-heading claims historically used 
in mainland Europe. This is particularly 
important to avoid, given the IP 
Translator guidance issued by the CJEU 
and EUIPO (which held that class-
heading claims should not automatically 
cover all goods in the class). 

Of course, other reasons to continue to 
use your UK attorney include continuity 
of a successful existing client-lawyer 
relationship, language, price and level of 
client service. 

As for the practicalities of providing 
these services, rest assured that whatever 
the outcome of the Brexit negotiations, 
Williams Powell is committed to 
continue providing to its clients  
the same quality of EU trade mark 
services at the same price as before 
Brexit. It is perfectly possible for example 
that the UK will end up after Brexit  
in the European Economic Area (EEA), 
in which case UK trade mark attorneys 
will continue to be able to file EU trade 
mark applications. And even if that isn’t 
the final outcome, we intend to continue 
to provide access to the EU trade mark 
system by other means, and are already 
making plans to open new offices in one 
of the mainland EU countries. 

Put simply, the UK might be leaving the 
EU, but Williams Powell will continue to 
be at the heart of Europe.

WILLIAMS POWELL, 11 STAPLE INN, LONDON, ENGLAND WC1V 7QH
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Up to grant of European patents, 
assignments are registered centrally  
at the European Patent Office. After 
grant, they must be registered in each 
validated country. For cost effectiveness, 
an assignment should be registered  
at the European Patent Office before 
grant of the patent.

In the UK, an assignee who does not 
register an assignment within six 
months of the assignment (or as soon 
as practicable thereafter) runs the 
risk of not being able to claim legal 
costs or expenses in UK infringement 
proceedings incurred before registration 
of the assignment. Furthermore,  
if a transaction is not registered in the 
UK, then it is unenforceable against  
a subsequent transaction to a party that, 
in good faith, did not know about the 
earlier unregistered transaction.  
We advise that any transfer be recorded 
as soon as practicable and preferably 
within six months of the assignment.

ENTITLEMENT
The right to a patent begins with 
the inventor(s) and any subsequent 
proprietors must have acquired the right 
to the patent from the inventor(s).

In the UK, rights to a patent can pass 
from the inventor(s) to their employer  
by virtue of employment, as long as 
certain criteria are met. Otherwise, 
rights are transferred only by formal 
assignment. There must be a clear chain 
of title from the inventor(s) to the 
ultimate assignee or rights can be lost.

ENTITLEMENT TO CLAIM PRIORITY 
A party seeking to claim a right to 
priority from an earlier application 
must have legal entitlement to do so. 
Otherwise, the claim to priority could 
be defective. A valid transfer of the 
priority application (and the right to 
claim priority) from all inventor(s) or 
applicant(s) must have already taken 
place at the time of filing the later 
application. If the claim to priority 
is held invalid, the patent risks being 
revoked in view of intervening prior art.

GENERAL POINTS
•  The assignment must be in writing: 

both the assignor and the assignee 
must be mentioned and the address 
of the assignee must be indicated on 
the document. The patent/application 
numbers should also be indicated.

•  Both parties must sign the 
assignment: the EPO is imposing 
this rule even on assignments of US 
priority applications. The individuals 
signing must also indicate their name 
and job title next to their signature.

•  Authority to sign: anyone signing 
on behalf of a party should be able 
to demonstrate their authority to 
sign on behalf of that party. The 
EPO may request evidence, such 
as from the Company Register, the 
Company’s Memorandum or Articles 
of Association. 

•  All co-owners must consent to the 
assignment: even if just one of the  
co-owners wishes to assign its share 
in the patent/application, consent 
from all co-owners is required.  
The easiest way to show this is by 
specific mention in the assignment 
and to have all co-owners (as well  
as the assignee) sign the document.

•  Determine whether transaction tax is 
payable. UK stamp duty (transaction 
tax) is not payable on an assignment 
that is exclusively for the sale, transfer 
or other disposition of Intellectual 
Property taking place after 28 March 
2000. However, UK stamp duty 
remains chargeable on agreements that 
deal in part with Intellectual Property 
and in part with other property on 
which stamp duty is payable.

•  Register the assignment: although 
there is no statutory requirement  
to register assignments in the UK  
or at the EPO, if you want to take  
any action on a patent you own,  
you must be the registered owner  
of that right.
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As with any intellectual property right, getting the 
desired scope for a registered design is of utmost 
importance. However, unlike patents, registered designs 
in the UK and EU do not have verbal claims. Indeed, 
while it is possible to include verbal disclaimers or 
limitations in a UK national registration, this is not 
possible in the EU – in the EU any disclaimers or 
limitations need to be clear from the representations. 
Moreover, it is not possible to have dependent claims 
with narrower scope to fall back on in the event 
that the broadest concept is invalid. We therefore 
provide here some suggestions as to maximising the 
likelihood of a registered design covering the desired 
scope. Nevertheless, owing to the nature of designs, 
the suggestions here will not always be appropriate, as 
different designs will need different approaches. We will 
be happy to advise on specific cases.

Firstly, it is important that the 
representations are chosen carefully.  
This includes the type of views, the number 
of views, and what is shown in the views. 
Each design effectively constitutes a single 
claim, the scope of which is interpreted by 
reference to all of the views. Accordingly, 
the views must be consistent with each 
other in terms of depicted features, and 
it must be borne in mind that features 
shown in only one view (such as a side 
view or exploded view) may be limiting to 
the design as a whole.

A broad design is generally best achieved 
with a simple line drawing. This will in 
many cases provide the broadest scope as 
it is likely to be construed as a claim to 
the shape of the product. Nevertheless, 
caution still needs to be exercised since 
a line drawing may in some instances be 
deemed to be representative of a product 
with no surface ornamentation.

With regard to fall back positions, if 
a broad design is being pursued, one 
significant advantage of the registered 
design regime in the UK and EU is that 
it allows the filing of multiple design 
applications together in a ‘multiple 
application’, for which costs are much 
reduced. One option to try to replicate 
dependent claims in a design application 
is therefore to use this cost-efficient 
system to file several concurrent 
applications, effectively to create ‘claims’ 
of decreasing scope.

Of course, it is possible to go further 
than this and include designs with many 
different scopes. For example, in some 
instances it may be desirable to have 
different applications which show the 
same features but have different features 
disclaimed, for example if there are 
several commercially valuable features  
to the design you wish to claim 
separately but also in combination. 
Although every ‘claim’ filed in this way 
incurs a cost, the cost decreases for 
the second design onwards. For an IP 
right that is difficult to amend, several 
different concurrent approaches are 
likely to be justified for  
a valuable design.

A first ‘dependent claim’ might take 
the form of a second, more detailed, 
representation of the product, for 
example a CAD rendering. In a CAD 
rendering, however, it is important 
to take care over the shading and 
ornamentation, as these may well be 
considered to be part of the design.  
For example, if your product will include 
ornamentation but you do not want 
it to limit the design, it may be useful 
to show but to clearly disclaim the 
ornamentation. One option for this may 
be to represent the ornamentation in 
broken lines. However, other options are 
possible and we would be happy  
to advise on individual cases.

A third application as a further fall 
back position might be a monochrome 
photograph, which clearly shows all the 
features of the design but, by virtue of 
being monochrome, would not claim 
the colours. This can be supplemented 
by a fourth application in the form of 
a colour photograph. Photographs are 
probably the most effective designs 
against direct imitations, but of course 
may be susceptible to being avoided  
by a slight change in the design.

The strategy works because there is no 
practical limitation to filing of divisional 
applications (other than that they must 
be filed prior to grant of the parent 
from which they are directly divided), 
and there is no time limit for grant 
of a patent at the EPO. It is possible, 
therefore, to have a patent application 
pending at the EPO for the entire  
20 year term of the case. While the cost 
of filing and maintaining divisional 
patent applications is not insignificant, 
this is relatively little in comparison  
to the cost of litigation.

There is no mechanism for invalidating  
a pending patent application, which 
often means that a competitor can be put 
to a significant commercial disadvantage 
if pending patent applications are 
maintained for many years, with little 
confidence as to what patent may 
eventually be granted by the EPO and 
then enforced. This is exacerbated by 
the fact that an infringer, under certain 
conditions, can claim back damages 
from the date of publication of the 
patent application to the date of grant 
(when infringement proceedings can be 
first instituted).

SEEKING CERTAINTY AGAINST A PROLIFIC PATENT FILER

In cases of valuable inventions, it has become common 
practice, particularly with European patent applications, 
to file one or more divisional patent applications by 
way of back-up. There are many advantages to this 
strategy, including being able to address in the divisional 
application issues that arise with the parent patent during 
the EPO opposition proceedings, and similarly to address 
any infringement or validity issues raised in national 
infringement or revocation actions before the individual 
national authorities. 

There are many areas in which patent prosecution before 
the European Patent Office are comparable with that 
before the USPTO, CIPO or JPO. However, a key area 
where EPO practice diverges from that before other 
offices is at oral proceedings.

Oral proceedings are an optional stage that 
must be requested in advance. However, 
once requested, a final rejection decision 
cannot be reached by a Division of the 
EPO without holding oral proceedings. 
They are therefore an important safety net 
that we request early in proceedings and 
one we use as a matter of course. 

Oral proceedings can occur during 
Examination, Opposition or Appeal 
proceedings and can be ex-parte or 
inter-partes. The general procedure  
is the same, irrespective of the type  
of proceedings or whether they are  
ex-parte or inter-partes. 

Oral proceedings are an important 
tactical tool that should be used 
with care. Once oral proceedings are 
scheduled, procedure gets stricter and 
timings generally non-extendible. 
However, oral proceedings when used 
correctly can improve the likelihood  
of success of many cases.

Oral proceedings include both a written 
submission and an oral hearing. The 
written phase is largely treated as an 
office action. As attendance at the oral 
phase is not obligatory, oral proceedings 
in effect provide a further written 
opportunity to bring a case to allowance 
that would not otherwise be available.

THE BOARD
Oral proceedings are held before a board 
which is charged with reaching the final 
decision. The board is typically formed  
of three Examiners: the primary Examiner 
who has handled the case to date, the 
Chairman (who is typically the senior 
member present) and the rapporteur 
(another Examiner who is responsible 
for taking the minutes). Sometimes a 
fourth Examiner who is legally qualified is 
involved if the issues are of a legal nature. 
Generally, the views of the Chairman steer 
the oral proceedings. It may be that the 
Chairman has a different perspective to 
that of the primary Examiner, although 
this often does not come to light until 
the day of the oral hearing. Dynamics can 
therefore change up to the last minute 
and new opportunities may arise in what 
previously was thought to be a weak case 
(and likewise unforeseen issues may 
arise in what previously was thought 
to be a strong case). The EPO expect 
representatives to have been given full 
authority to handle the case and expect 
decisions to be made on the spot. It is 
therefore important that the representative 
understands the commercial needs of the 
client and so that he or she can make the 
right decisions.

WRITTEN PHASE
The written phase, known as written 
submissions, can be treated to a large 
extent like a response to an office action. 
However, in our experience an Examiner 
will only engage and work with us 
in the written phase if he or she can 
see the response addressing the issues 
and heading towards allowance. We 
therefore recommend that a response is 
comprehensive, fully addresses the issues 
and is preferably filed in advance of the 
deadline set (which is typically 1 month 
before the oral hearing). 

AUXILIARY REQUESTS
Auxiliary requests are alternative claim 
sets that can be filed at any stage in EPO 
proceedings but are typically reserved 
for oral proceedings. Auxiliary requests 
allow fall back positions to be presented 
and the board will consider each  
of these in turn. It is recommended that 
1 to 3 auxiliary requests be presented  
and argued for in the written 
submissions. Each auxiliary request 
needs to separately satisfy the EPC 
(novelty, inventive step, added matter 
etc). Auxiliary requests should be 
used to offer up alternatives on issues 
being argued – an alternative wording 
that addresses clarity or added matter 
differently or additional features that 
improve arguments on novelty or 
inventive step.

Inventors and applicants are entitled 
to attend the hearing as observers. It 
depends on the case whether this is 
worthwhile. For example we had an 
instance in the past where we were asked 
on the spot to prove an equation in a 
specification from first principles!

CONTROLLING COSTS
Oral proceedings can be expensive 
($6-10k+). The majority of this expense 
is due to preparation time and also 
attendance at the hearing (which can 
last all day in complex cases). However, 
there are ways of minimizing costs 
while retaining the benefits. Interaction 
with us early in the oral proceedings 
process in particular can keep costs 
down – we can give guidance to 
improve chances that amendments will 
address added matter requirements 
(rather than trying to work it out 
when presented with instructions) 
and also get a better insight on tactics, 
commercial priorities and areas where 
the inventor thinks there may be 
inventive step. On particularly cost-
constrained cases we ask for the hearing 
to be via video conference – while less 
effective than attendance in person, it is 
a cheaper middle ground and can shave 
$1-1.5k off costs.

WRITTEN PHASE
Once written submissions are filed, 
they will be considered by the primary 
Examiner. Examiners, on the whole, are 
not inclined at this stage to enter into 
detailed discussion on amendments 
and arguments. If the amendments and 
arguments are persuasive or head in the 
right direction then the Examiner will 
normally assist us in trying to bring the 
case to a close without oral proceedings. 
If not, we are likely to get a brief 
summary of where the issues remain 
ahead of the oral proceedings and we can 
then decide how to progress from there.

If written submissions are filed prior  
to the deadline, the Examiner is obliged 
to look at them and most will give 
feedback. If written submissions  
(or additional submissions) are filed 
later (often this happens when there 
is an opposition with parties filing 
submissions right up to the day before 
the hearing), the Examiner is only 
obliged to consider them if they are 
prima facie relevant to the case and do 
not introduce new objections.

ORAL HEARING
We are not obliged to attend oral 
proceedings (but we are expected to 
advise the board if not attending).

However, on many issues (barring 
possibly those of policy such as non-
statutory subject matter), attendance  
is generally worthwhile as it can 
highlight areas where allowance may be 
reached that may not be apparent from 
the written proceedings.

ORAL PROCEEDINGS AT THE EPO

Summary

Oral proceedings are often misunderstood and generally not used as 

effectively as they could be. While we actively work to ensure cases 

grant and oppositions are won without needing oral proceedings, 

there are cases where oral proceedings are necessary. We have 

significant expertise and success rates in this area and although oral 

proceedings are the EPO’s way of forcing closure of the proceedings, 

they do not necessarily mean closure will be by rejection.

DESIGNS: TOWARDS A CLAIM-BASED APPROACHASSIGNMENT OF UK AND EUROPEAN PATENT APPLICATIONS

Patent assignments have several formal requirements  
that must be met in order for them to be considered valid. 
When assigning the rights in European or UK patents/
applications, we recommend ensuring the following 
criteria are met:

When filing a later application that 
claims priority from a previous 
application filed in another name  
(e.g. the names of the inventor(s)),  
we recommend:

•  The assignments are signed before 
filing the later application claiming 
priority. An assignment dated after 
the filing date cannot retroactively 
restore the right to claim priority.

•  The assignment expressly assigns the 
right to claim priority in addition  
to any rights in the invention and 
the priority application. An intention 
to transfer priority rights that is not 
formally finalised before filing of the 
later application does not transfer 
the rights.

•  If suitable assignments cannot be 
obtained by the end of the priority 
year, we advise filing the later 
application in the name of the 
inventors or original applicants. 
An assignment from the inventors to 
a corporate entity can always be filed 
after filing the later application. 

If an assignment is not in place  
at the time of filing the later application, 
the successor in title to the priority 
application may still be established 
through relevant national law e.g.  
by virtue of employment. However,  
if in doubt, an assignment should  
be obtained. 

In light of this dilemma, the English 
Courts have developed the notion of 
an “Arrow declaration”, following the 
decision of the High Court in Arrow 
Generics Ltd and Arrow Pharm (Malta) 
Ltd v Merck & Co., Inc, later confirmed  
by the Court of Appeal in Fujifilm 
Kyowa Kirin Biologics Co Ltd v Abbvie 
Biotechnology Ltd and Abbvie Ltd. 
In both of those cases, the patentee 
had filed multiple divisional patent 
applications in support of a parent 
that was later revoked or given up by 
the patentee. An Arrow declaration is a 
declaration that a specified product is 
not patentable, typically obvious, in light 
of the prior art. This has the consequence 
that should the patentee obtain a 
granted patent covering that “specified” 
product, the patent would be invalid. 
Such a declaration does not replace a 
traditional revocation action (which can 
be instituted only after grant), but can 
provide confidence to a company against 
vexatious actions by a patentee.

While an Arrow declaration is applicable 
specifically in the UK, it can be expected 
to have a significant bearing on the 
validity of a European patent application 
and eventual patent across the EPC 
contracting states.

There are inevitable complexities to 
obtaining an Arrow declaration, but 
also potentially significant commercial 
upsides. We would be happy to provide 
specific advice on any case you may have.



Up to grant of European patents, 
assignments are registered centrally  
at the European Patent Office. After 
grant, they must be registered in each 
validated country. For cost effectiveness, 
an assignment should be registered  
at the European Patent Office before 
grant of the patent.

In the UK, an assignee who does not 
register an assignment within six 
months of the assignment (or as soon 
as practicable thereafter) runs the 
risk of not being able to claim legal 
costs or expenses in UK infringement 
proceedings incurred before registration 
of the assignment. Furthermore,  
if a transaction is not registered in the 
UK, then it is unenforceable against  
a subsequent transaction to a party that, 
in good faith, did not know about the 
earlier unregistered transaction.  
We advise that any transfer be recorded 
as soon as practicable and preferably 
within six months of the assignment.

ENTITLEMENT
The right to a patent begins with 
the inventor(s) and any subsequent 
proprietors must have acquired the right 
to the patent from the inventor(s).

In the UK, rights to a patent can pass 
from the inventor(s) to their employer  
by virtue of employment, as long as 
certain criteria are met. Otherwise, 
rights are transferred only by formal 
assignment. There must be a clear chain 
of title from the inventor(s) to the 
ultimate assignee or rights can be lost.

ENTITLEMENT TO CLAIM PRIORITY 
A party seeking to claim a right to 
priority from an earlier application 
must have legal entitlement to do so. 
Otherwise, the claim to priority could 
be defective. A valid transfer of the 
priority application (and the right to 
claim priority) from all inventor(s) or 
applicant(s) must have already taken 
place at the time of filing the later 
application. If the claim to priority 
is held invalid, the patent risks being 
revoked in view of intervening prior art.

GENERAL POINTS
•  The assignment must be in writing: 

both the assignor and the assignee 
must be mentioned and the address 
of the assignee must be indicated on 
the document. The patent/application 
numbers should also be indicated.

•  Both parties must sign the 
assignment: the EPO is imposing 
this rule even on assignments of US 
priority applications. The individuals 
signing must also indicate their name 
and job title next to their signature.

•  Authority to sign: anyone signing 
on behalf of a party should be able 
to demonstrate their authority to 
sign on behalf of that party. The 
EPO may request evidence, such 
as from the Company Register, the 
Company’s Memorandum or Articles 
of Association. 

•  All co-owners must consent to the 
assignment: even if just one of the  
co-owners wishes to assign its share 
in the patent/application, consent 
from all co-owners is required.  
The easiest way to show this is by 
specific mention in the assignment 
and to have all co-owners (as well  
as the assignee) sign the document.

•  Determine whether transaction tax is 
payable. UK stamp duty (transaction 
tax) is not payable on an assignment 
that is exclusively for the sale, transfer 
or other disposition of Intellectual 
Property taking place after 28 March 
2000. However, UK stamp duty 
remains chargeable on agreements that 
deal in part with Intellectual Property 
and in part with other property on 
which stamp duty is payable.

•  Register the assignment: although 
there is no statutory requirement  
to register assignments in the UK  
or at the EPO, if you want to take  
any action on a patent you own,  
you must be the registered owner  
of that right.
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As with any intellectual property right, getting the 
desired scope for a registered design is of utmost 
importance. However, unlike patents, registered designs 
in the UK and EU do not have verbal claims. Indeed, 
while it is possible to include verbal disclaimers or 
limitations in a UK national registration, this is not 
possible in the EU – in the EU any disclaimers or 
limitations need to be clear from the representations. 
Moreover, it is not possible to have dependent claims 
with narrower scope to fall back on in the event 
that the broadest concept is invalid. We therefore 
provide here some suggestions as to maximising the 
likelihood of a registered design covering the desired 
scope. Nevertheless, owing to the nature of designs, 
the suggestions here will not always be appropriate, as 
different designs will need different approaches. We will 
be happy to advise on specific cases.

Firstly, it is important that the 
representations are chosen carefully.  
This includes the type of views, the number 
of views, and what is shown in the views. 
Each design effectively constitutes a single 
claim, the scope of which is interpreted by 
reference to all of the views. Accordingly, 
the views must be consistent with each 
other in terms of depicted features, and 
it must be borne in mind that features 
shown in only one view (such as a side 
view or exploded view) may be limiting to 
the design as a whole.

A broad design is generally best achieved 
with a simple line drawing. This will in 
many cases provide the broadest scope as 
it is likely to be construed as a claim to 
the shape of the product. Nevertheless, 
caution still needs to be exercised since 
a line drawing may in some instances be 
deemed to be representative of a product 
with no surface ornamentation.

With regard to fall back positions, if 
a broad design is being pursued, one 
significant advantage of the registered 
design regime in the UK and EU is that 
it allows the filing of multiple design 
applications together in a ‘multiple 
application’, for which costs are much 
reduced. One option to try to replicate 
dependent claims in a design application 
is therefore to use this cost-efficient 
system to file several concurrent 
applications, effectively to create ‘claims’ 
of decreasing scope.

Of course, it is possible to go further 
than this and include designs with many 
different scopes. For example, in some 
instances it may be desirable to have 
different applications which show the 
same features but have different features 
disclaimed, for example if there are 
several commercially valuable features  
to the design you wish to claim 
separately but also in combination. 
Although every ‘claim’ filed in this way 
incurs a cost, the cost decreases for 
the second design onwards. For an IP 
right that is difficult to amend, several 
different concurrent approaches are 
likely to be justified for  
a valuable design.

A first ‘dependent claim’ might take 
the form of a second, more detailed, 
representation of the product, for 
example a CAD rendering. In a CAD 
rendering, however, it is important 
to take care over the shading and 
ornamentation, as these may well be 
considered to be part of the design.  
For example, if your product will include 
ornamentation but you do not want 
it to limit the design, it may be useful 
to show but to clearly disclaim the 
ornamentation. One option for this may 
be to represent the ornamentation in 
broken lines. However, other options are 
possible and we would be happy  
to advise on individual cases.

A third application as a further fall 
back position might be a monochrome 
photograph, which clearly shows all the 
features of the design but, by virtue of 
being monochrome, would not claim 
the colours. This can be supplemented 
by a fourth application in the form of 
a colour photograph. Photographs are 
probably the most effective designs 
against direct imitations, but of course 
may be susceptible to being avoided  
by a slight change in the design.

The strategy works because there is no 
practical limitation to filing of divisional 
applications (other than that they must 
be filed prior to grant of the parent 
from which they are directly divided), 
and there is no time limit for grant 
of a patent at the EPO. It is possible, 
therefore, to have a patent application 
pending at the EPO for the entire  
20 year term of the case. While the cost 
of filing and maintaining divisional 
patent applications is not insignificant, 
this is relatively little in comparison  
to the cost of litigation.

There is no mechanism for invalidating  
a pending patent application, which 
often means that a competitor can be put 
to a significant commercial disadvantage 
if pending patent applications are 
maintained for many years, with little 
confidence as to what patent may 
eventually be granted by the EPO and 
then enforced. This is exacerbated by 
the fact that an infringer, under certain 
conditions, can claim back damages 
from the date of publication of the 
patent application to the date of grant 
(when infringement proceedings can be 
first instituted).

SEEKING CERTAINTY AGAINST A PROLIFIC PATENT FILER

In cases of valuable inventions, it has become common 
practice, particularly with European patent applications, 
to file one or more divisional patent applications by 
way of back-up. There are many advantages to this 
strategy, including being able to address in the divisional 
application issues that arise with the parent patent during 
the EPO opposition proceedings, and similarly to address 
any infringement or validity issues raised in national 
infringement or revocation actions before the individual 
national authorities. 

There are many areas in which patent prosecution before 
the European Patent Office are comparable with that 
before the USPTO, CIPO or JPO. However, a key area 
where EPO practice diverges from that before other 
offices is at oral proceedings.

Oral proceedings are an optional stage that 
must be requested in advance. However, 
once requested, a final rejection decision 
cannot be reached by a Division of the 
EPO without holding oral proceedings. 
They are therefore an important safety net 
that we request early in proceedings and 
one we use as a matter of course. 

Oral proceedings can occur during 
Examination, Opposition or Appeal 
proceedings and can be ex-parte or 
inter-partes. The general procedure  
is the same, irrespective of the type  
of proceedings or whether they are  
ex-parte or inter-partes. 

Oral proceedings are an important 
tactical tool that should be used 
with care. Once oral proceedings are 
scheduled, procedure gets stricter and 
timings generally non-extendible. 
However, oral proceedings when used 
correctly can improve the likelihood  
of success of many cases.

Oral proceedings include both a written 
submission and an oral hearing. The 
written phase is largely treated as an 
office action. As attendance at the oral 
phase is not obligatory, oral proceedings 
in effect provide a further written 
opportunity to bring a case to allowance 
that would not otherwise be available.

THE BOARD
Oral proceedings are held before a board 
which is charged with reaching the final 
decision. The board is typically formed  
of three Examiners: the primary Examiner 
who has handled the case to date, the 
Chairman (who is typically the senior 
member present) and the rapporteur 
(another Examiner who is responsible 
for taking the minutes). Sometimes a 
fourth Examiner who is legally qualified is 
involved if the issues are of a legal nature. 
Generally, the views of the Chairman steer 
the oral proceedings. It may be that the 
Chairman has a different perspective to 
that of the primary Examiner, although 
this often does not come to light until 
the day of the oral hearing. Dynamics can 
therefore change up to the last minute 
and new opportunities may arise in what 
previously was thought to be a weak case 
(and likewise unforeseen issues may 
arise in what previously was thought 
to be a strong case). The EPO expect 
representatives to have been given full 
authority to handle the case and expect 
decisions to be made on the spot. It is 
therefore important that the representative 
understands the commercial needs of the 
client and so that he or she can make the 
right decisions.

WRITTEN PHASE
The written phase, known as written 
submissions, can be treated to a large 
extent like a response to an office action. 
However, in our experience an Examiner 
will only engage and work with us 
in the written phase if he or she can 
see the response addressing the issues 
and heading towards allowance. We 
therefore recommend that a response is 
comprehensive, fully addresses the issues 
and is preferably filed in advance of the 
deadline set (which is typically 1 month 
before the oral hearing). 

AUXILIARY REQUESTS
Auxiliary requests are alternative claim 
sets that can be filed at any stage in EPO 
proceedings but are typically reserved 
for oral proceedings. Auxiliary requests 
allow fall back positions to be presented 
and the board will consider each  
of these in turn. It is recommended that 
1 to 3 auxiliary requests be presented  
and argued for in the written 
submissions. Each auxiliary request 
needs to separately satisfy the EPC 
(novelty, inventive step, added matter 
etc). Auxiliary requests should be 
used to offer up alternatives on issues 
being argued – an alternative wording 
that addresses clarity or added matter 
differently or additional features that 
improve arguments on novelty or 
inventive step.

Inventors and applicants are entitled 
to attend the hearing as observers. It 
depends on the case whether this is 
worthwhile. For example we had an 
instance in the past where we were asked 
on the spot to prove an equation in a 
specification from first principles!

CONTROLLING COSTS
Oral proceedings can be expensive 
($6-10k+). The majority of this expense 
is due to preparation time and also 
attendance at the hearing (which can 
last all day in complex cases). However, 
there are ways of minimizing costs 
while retaining the benefits. Interaction 
with us early in the oral proceedings 
process in particular can keep costs 
down – we can give guidance to 
improve chances that amendments will 
address added matter requirements 
(rather than trying to work it out 
when presented with instructions) 
and also get a better insight on tactics, 
commercial priorities and areas where 
the inventor thinks there may be 
inventive step. On particularly cost-
constrained cases we ask for the hearing 
to be via video conference – while less 
effective than attendance in person, it is 
a cheaper middle ground and can shave 
$1-1.5k off costs.

WRITTEN PHASE
Once written submissions are filed, 
they will be considered by the primary 
Examiner. Examiners, on the whole, are 
not inclined at this stage to enter into 
detailed discussion on amendments 
and arguments. If the amendments and 
arguments are persuasive or head in the 
right direction then the Examiner will 
normally assist us in trying to bring the 
case to a close without oral proceedings. 
If not, we are likely to get a brief 
summary of where the issues remain 
ahead of the oral proceedings and we can 
then decide how to progress from there.

If written submissions are filed prior  
to the deadline, the Examiner is obliged 
to look at them and most will give 
feedback. If written submissions  
(or additional submissions) are filed 
later (often this happens when there 
is an opposition with parties filing 
submissions right up to the day before 
the hearing), the Examiner is only 
obliged to consider them if they are 
prima facie relevant to the case and do 
not introduce new objections.

ORAL HEARING
We are not obliged to attend oral 
proceedings (but we are expected to 
advise the board if not attending).

However, on many issues (barring 
possibly those of policy such as non-
statutory subject matter), attendance  
is generally worthwhile as it can 
highlight areas where allowance may be 
reached that may not be apparent from 
the written proceedings.

ORAL PROCEEDINGS AT THE EPO

Summary

Oral proceedings are often misunderstood and generally not used as 

effectively as they could be. While we actively work to ensure cases 

grant and oppositions are won without needing oral proceedings, 

there are cases where oral proceedings are necessary. We have 

significant expertise and success rates in this area and although oral 

proceedings are the EPO’s way of forcing closure of the proceedings, 

they do not necessarily mean closure will be by rejection.

DESIGNS: TOWARDS A CLAIM-BASED APPROACHASSIGNMENT OF UK AND EUROPEAN PATENT APPLICATIONS

Patent assignments have several formal requirements  
that must be met in order for them to be considered valid. 
When assigning the rights in European or UK patents/
applications, we recommend ensuring the following 
criteria are met:

When filing a later application that 
claims priority from a previous 
application filed in another name  
(e.g. the names of the inventor(s)),  
we recommend:

•  The assignments are signed before 
filing the later application claiming 
priority. An assignment dated after 
the filing date cannot retroactively 
restore the right to claim priority.

•  The assignment expressly assigns the 
right to claim priority in addition  
to any rights in the invention and 
the priority application. An intention 
to transfer priority rights that is not 
formally finalised before filing of the 
later application does not transfer 
the rights.

•  If suitable assignments cannot be 
obtained by the end of the priority 
year, we advise filing the later 
application in the name of the 
inventors or original applicants. 
An assignment from the inventors to 
a corporate entity can always be filed 
after filing the later application. 

If an assignment is not in place  
at the time of filing the later application, 
the successor in title to the priority 
application may still be established 
through relevant national law e.g.  
by virtue of employment. However,  
if in doubt, an assignment should  
be obtained. 

In light of this dilemma, the English 
Courts have developed the notion of 
an “Arrow declaration”, following the 
decision of the High Court in Arrow 
Generics Ltd and Arrow Pharm (Malta) 
Ltd v Merck & Co., Inc, later confirmed  
by the Court of Appeal in Fujifilm 
Kyowa Kirin Biologics Co Ltd v Abbvie 
Biotechnology Ltd and Abbvie Ltd. 
In both of those cases, the patentee 
had filed multiple divisional patent 
applications in support of a parent 
that was later revoked or given up by 
the patentee. An Arrow declaration is a 
declaration that a specified product is 
not patentable, typically obvious, in light 
of the prior art. This has the consequence 
that should the patentee obtain a 
granted patent covering that “specified” 
product, the patent would be invalid. 
Such a declaration does not replace a 
traditional revocation action (which can 
be instituted only after grant), but can 
provide confidence to a company against 
vexatious actions by a patentee.

While an Arrow declaration is applicable 
specifically in the UK, it can be expected 
to have a significant bearing on the 
validity of a European patent application 
and eventual patent across the EPC 
contracting states.

There are inevitable complexities to 
obtaining an Arrow declaration, but 
also potentially significant commercial 
upsides. We would be happy to provide 
specific advice on any case you may have.



Up to grant of European patents, 
assignments are registered centrally  
at the European Patent Office. After 
grant, they must be registered in each 
validated country. For cost effectiveness, 
an assignment should be registered  
at the European Patent Office before 
grant of the patent.

In the UK, an assignee who does not 
register an assignment within six 
months of the assignment (or as soon 
as practicable thereafter) runs the 
risk of not being able to claim legal 
costs or expenses in UK infringement 
proceedings incurred before registration 
of the assignment. Furthermore,  
if a transaction is not registered in the 
UK, then it is unenforceable against  
a subsequent transaction to a party that, 
in good faith, did not know about the 
earlier unregistered transaction.  
We advise that any transfer be recorded 
as soon as practicable and preferably 
within six months of the assignment.

ENTITLEMENT
The right to a patent begins with 
the inventor(s) and any subsequent 
proprietors must have acquired the right 
to the patent from the inventor(s).

In the UK, rights to a patent can pass 
from the inventor(s) to their employer  
by virtue of employment, as long as 
certain criteria are met. Otherwise, 
rights are transferred only by formal 
assignment. There must be a clear chain 
of title from the inventor(s) to the 
ultimate assignee or rights can be lost.

ENTITLEMENT TO CLAIM PRIORITY 
A party seeking to claim a right to 
priority from an earlier application 
must have legal entitlement to do so. 
Otherwise, the claim to priority could 
be defective. A valid transfer of the 
priority application (and the right to 
claim priority) from all inventor(s) or 
applicant(s) must have already taken 
place at the time of filing the later 
application. If the claim to priority 
is held invalid, the patent risks being 
revoked in view of intervening prior art.

GENERAL POINTS
•  The assignment must be in writing: 

both the assignor and the assignee 
must be mentioned and the address 
of the assignee must be indicated on 
the document. The patent/application 
numbers should also be indicated.

•  Both parties must sign the 
assignment: the EPO is imposing 
this rule even on assignments of US 
priority applications. The individuals 
signing must also indicate their name 
and job title next to their signature.

•  Authority to sign: anyone signing 
on behalf of a party should be able 
to demonstrate their authority to 
sign on behalf of that party. The 
EPO may request evidence, such 
as from the Company Register, the 
Company’s Memorandum or Articles 
of Association. 

•  All co-owners must consent to the 
assignment: even if just one of the  
co-owners wishes to assign its share 
in the patent/application, consent 
from all co-owners is required.  
The easiest way to show this is by 
specific mention in the assignment 
and to have all co-owners (as well  
as the assignee) sign the document.

•  Determine whether transaction tax is 
payable. UK stamp duty (transaction 
tax) is not payable on an assignment 
that is exclusively for the sale, transfer 
or other disposition of Intellectual 
Property taking place after 28 March 
2000. However, UK stamp duty 
remains chargeable on agreements that 
deal in part with Intellectual Property 
and in part with other property on 
which stamp duty is payable.

•  Register the assignment: although 
there is no statutory requirement  
to register assignments in the UK  
or at the EPO, if you want to take  
any action on a patent you own,  
you must be the registered owner  
of that right.
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As with any intellectual property right, getting the 
desired scope for a registered design is of utmost 
importance. However, unlike patents, registered designs 
in the UK and EU do not have verbal claims. Indeed, 
while it is possible to include verbal disclaimers or 
limitations in a UK national registration, this is not 
possible in the EU – in the EU any disclaimers or 
limitations need to be clear from the representations. 
Moreover, it is not possible to have dependent claims 
with narrower scope to fall back on in the event 
that the broadest concept is invalid. We therefore 
provide here some suggestions as to maximising the 
likelihood of a registered design covering the desired 
scope. Nevertheless, owing to the nature of designs, 
the suggestions here will not always be appropriate, as 
different designs will need different approaches. We will 
be happy to advise on specific cases.

Firstly, it is important that the 
representations are chosen carefully.  
This includes the type of views, the number 
of views, and what is shown in the views. 
Each design effectively constitutes a single 
claim, the scope of which is interpreted by 
reference to all of the views. Accordingly, 
the views must be consistent with each 
other in terms of depicted features, and 
it must be borne in mind that features 
shown in only one view (such as a side 
view or exploded view) may be limiting to 
the design as a whole.

A broad design is generally best achieved 
with a simple line drawing. This will in 
many cases provide the broadest scope as 
it is likely to be construed as a claim to 
the shape of the product. Nevertheless, 
caution still needs to be exercised since 
a line drawing may in some instances be 
deemed to be representative of a product 
with no surface ornamentation.

With regard to fall back positions, if 
a broad design is being pursued, one 
significant advantage of the registered 
design regime in the UK and EU is that 
it allows the filing of multiple design 
applications together in a ‘multiple 
application’, for which costs are much 
reduced. One option to try to replicate 
dependent claims in a design application 
is therefore to use this cost-efficient 
system to file several concurrent 
applications, effectively to create ‘claims’ 
of decreasing scope.

Of course, it is possible to go further 
than this and include designs with many 
different scopes. For example, in some 
instances it may be desirable to have 
different applications which show the 
same features but have different features 
disclaimed, for example if there are 
several commercially valuable features  
to the design you wish to claim 
separately but also in combination. 
Although every ‘claim’ filed in this way 
incurs a cost, the cost decreases for 
the second design onwards. For an IP 
right that is difficult to amend, several 
different concurrent approaches are 
likely to be justified for  
a valuable design.

A first ‘dependent claim’ might take 
the form of a second, more detailed, 
representation of the product, for 
example a CAD rendering. In a CAD 
rendering, however, it is important 
to take care over the shading and 
ornamentation, as these may well be 
considered to be part of the design.  
For example, if your product will include 
ornamentation but you do not want 
it to limit the design, it may be useful 
to show but to clearly disclaim the 
ornamentation. One option for this may 
be to represent the ornamentation in 
broken lines. However, other options are 
possible and we would be happy  
to advise on individual cases.

A third application as a further fall 
back position might be a monochrome 
photograph, which clearly shows all the 
features of the design but, by virtue of 
being monochrome, would not claim 
the colours. This can be supplemented 
by a fourth application in the form of 
a colour photograph. Photographs are 
probably the most effective designs 
against direct imitations, but of course 
may be susceptible to being avoided  
by a slight change in the design.

The strategy works because there is no 
practical limitation to filing of divisional 
applications (other than that they must 
be filed prior to grant of the parent 
from which they are directly divided), 
and there is no time limit for grant 
of a patent at the EPO. It is possible, 
therefore, to have a patent application 
pending at the EPO for the entire  
20 year term of the case. While the cost 
of filing and maintaining divisional 
patent applications is not insignificant, 
this is relatively little in comparison  
to the cost of litigation.

There is no mechanism for invalidating  
a pending patent application, which 
often means that a competitor can be put 
to a significant commercial disadvantage 
if pending patent applications are 
maintained for many years, with little 
confidence as to what patent may 
eventually be granted by the EPO and 
then enforced. This is exacerbated by 
the fact that an infringer, under certain 
conditions, can claim back damages 
from the date of publication of the 
patent application to the date of grant 
(when infringement proceedings can be 
first instituted).

SEEKING CERTAINTY AGAINST A PROLIFIC PATENT FILER

In cases of valuable inventions, it has become common 
practice, particularly with European patent applications, 
to file one or more divisional patent applications by 
way of back-up. There are many advantages to this 
strategy, including being able to address in the divisional 
application issues that arise with the parent patent during 
the EPO opposition proceedings, and similarly to address 
any infringement or validity issues raised in national 
infringement or revocation actions before the individual 
national authorities. 

There are many areas in which patent prosecution before 
the European Patent Office are comparable with that 
before the USPTO, CIPO or JPO. However, a key area 
where EPO practice diverges from that before other 
offices is at oral proceedings.

Oral proceedings are an optional stage that 
must be requested in advance. However, 
once requested, a final rejection decision 
cannot be reached by a Division of the 
EPO without holding oral proceedings. 
They are therefore an important safety net 
that we request early in proceedings and 
one we use as a matter of course. 

Oral proceedings can occur during 
Examination, Opposition or Appeal 
proceedings and can be ex-parte or 
inter-partes. The general procedure  
is the same, irrespective of the type  
of proceedings or whether they are  
ex-parte or inter-partes. 

Oral proceedings are an important 
tactical tool that should be used 
with care. Once oral proceedings are 
scheduled, procedure gets stricter and 
timings generally non-extendible. 
However, oral proceedings when used 
correctly can improve the likelihood  
of success of many cases.

Oral proceedings include both a written 
submission and an oral hearing. The 
written phase is largely treated as an 
office action. As attendance at the oral 
phase is not obligatory, oral proceedings 
in effect provide a further written 
opportunity to bring a case to allowance 
that would not otherwise be available.

THE BOARD
Oral proceedings are held before a board 
which is charged with reaching the final 
decision. The board is typically formed  
of three Examiners: the primary Examiner 
who has handled the case to date, the 
Chairman (who is typically the senior 
member present) and the rapporteur 
(another Examiner who is responsible 
for taking the minutes). Sometimes a 
fourth Examiner who is legally qualified is 
involved if the issues are of a legal nature. 
Generally, the views of the Chairman steer 
the oral proceedings. It may be that the 
Chairman has a different perspective to 
that of the primary Examiner, although 
this often does not come to light until 
the day of the oral hearing. Dynamics can 
therefore change up to the last minute 
and new opportunities may arise in what 
previously was thought to be a weak case 
(and likewise unforeseen issues may 
arise in what previously was thought 
to be a strong case). The EPO expect 
representatives to have been given full 
authority to handle the case and expect 
decisions to be made on the spot. It is 
therefore important that the representative 
understands the commercial needs of the 
client and so that he or she can make the 
right decisions.

WRITTEN PHASE
The written phase, known as written 
submissions, can be treated to a large 
extent like a response to an office action. 
However, in our experience an Examiner 
will only engage and work with us 
in the written phase if he or she can 
see the response addressing the issues 
and heading towards allowance. We 
therefore recommend that a response is 
comprehensive, fully addresses the issues 
and is preferably filed in advance of the 
deadline set (which is typically 1 month 
before the oral hearing). 

AUXILIARY REQUESTS
Auxiliary requests are alternative claim 
sets that can be filed at any stage in EPO 
proceedings but are typically reserved 
for oral proceedings. Auxiliary requests 
allow fall back positions to be presented 
and the board will consider each  
of these in turn. It is recommended that 
1 to 3 auxiliary requests be presented  
and argued for in the written 
submissions. Each auxiliary request 
needs to separately satisfy the EPC 
(novelty, inventive step, added matter 
etc). Auxiliary requests should be 
used to offer up alternatives on issues 
being argued – an alternative wording 
that addresses clarity or added matter 
differently or additional features that 
improve arguments on novelty or 
inventive step.

Inventors and applicants are entitled 
to attend the hearing as observers. It 
depends on the case whether this is 
worthwhile. For example we had an 
instance in the past where we were asked 
on the spot to prove an equation in a 
specification from first principles!

CONTROLLING COSTS
Oral proceedings can be expensive 
($6-10k+). The majority of this expense 
is due to preparation time and also 
attendance at the hearing (which can 
last all day in complex cases). However, 
there are ways of minimizing costs 
while retaining the benefits. Interaction 
with us early in the oral proceedings 
process in particular can keep costs 
down – we can give guidance to 
improve chances that amendments will 
address added matter requirements 
(rather than trying to work it out 
when presented with instructions) 
and also get a better insight on tactics, 
commercial priorities and areas where 
the inventor thinks there may be 
inventive step. On particularly cost-
constrained cases we ask for the hearing 
to be via video conference – while less 
effective than attendance in person, it is 
a cheaper middle ground and can shave 
$1-1.5k off costs.

WRITTEN PHASE
Once written submissions are filed, 
they will be considered by the primary 
Examiner. Examiners, on the whole, are 
not inclined at this stage to enter into 
detailed discussion on amendments 
and arguments. If the amendments and 
arguments are persuasive or head in the 
right direction then the Examiner will 
normally assist us in trying to bring the 
case to a close without oral proceedings. 
If not, we are likely to get a brief 
summary of where the issues remain 
ahead of the oral proceedings and we can 
then decide how to progress from there.

If written submissions are filed prior  
to the deadline, the Examiner is obliged 
to look at them and most will give 
feedback. If written submissions  
(or additional submissions) are filed 
later (often this happens when there 
is an opposition with parties filing 
submissions right up to the day before 
the hearing), the Examiner is only 
obliged to consider them if they are 
prima facie relevant to the case and do 
not introduce new objections.

ORAL HEARING
We are not obliged to attend oral 
proceedings (but we are expected to 
advise the board if not attending).

However, on many issues (barring 
possibly those of policy such as non-
statutory subject matter), attendance  
is generally worthwhile as it can 
highlight areas where allowance may be 
reached that may not be apparent from 
the written proceedings.

ORAL PROCEEDINGS AT THE EPO

Summary

Oral proceedings are often misunderstood and generally not used as 

effectively as they could be. While we actively work to ensure cases 

grant and oppositions are won without needing oral proceedings, 

there are cases where oral proceedings are necessary. We have 

significant expertise and success rates in this area and although oral 

proceedings are the EPO’s way of forcing closure of the proceedings, 

they do not necessarily mean closure will be by rejection.

DESIGNS: TOWARDS A CLAIM-BASED APPROACHASSIGNMENT OF UK AND EUROPEAN PATENT APPLICATIONS

Patent assignments have several formal requirements  
that must be met in order for them to be considered valid. 
When assigning the rights in European or UK patents/
applications, we recommend ensuring the following 
criteria are met:

When filing a later application that 
claims priority from a previous 
application filed in another name  
(e.g. the names of the inventor(s)),  
we recommend:

•  The assignments are signed before 
filing the later application claiming 
priority. An assignment dated after 
the filing date cannot retroactively 
restore the right to claim priority.

•  The assignment expressly assigns the 
right to claim priority in addition  
to any rights in the invention and 
the priority application. An intention 
to transfer priority rights that is not 
formally finalised before filing of the 
later application does not transfer 
the rights.

•  If suitable assignments cannot be 
obtained by the end of the priority 
year, we advise filing the later 
application in the name of the 
inventors or original applicants. 
An assignment from the inventors to 
a corporate entity can always be filed 
after filing the later application. 

If an assignment is not in place  
at the time of filing the later application, 
the successor in title to the priority 
application may still be established 
through relevant national law e.g.  
by virtue of employment. However,  
if in doubt, an assignment should  
be obtained. 

In light of this dilemma, the English 
Courts have developed the notion of 
an “Arrow declaration”, following the 
decision of the High Court in Arrow 
Generics Ltd and Arrow Pharm (Malta) 
Ltd v Merck & Co., Inc, later confirmed  
by the Court of Appeal in Fujifilm 
Kyowa Kirin Biologics Co Ltd v Abbvie 
Biotechnology Ltd and Abbvie Ltd. 
In both of those cases, the patentee 
had filed multiple divisional patent 
applications in support of a parent 
that was later revoked or given up by 
the patentee. An Arrow declaration is a 
declaration that a specified product is 
not patentable, typically obvious, in light 
of the prior art. This has the consequence 
that should the patentee obtain a 
granted patent covering that “specified” 
product, the patent would be invalid. 
Such a declaration does not replace a 
traditional revocation action (which can 
be instituted only after grant), but can 
provide confidence to a company against 
vexatious actions by a patentee.

While an Arrow declaration is applicable 
specifically in the UK, it can be expected 
to have a significant bearing on the 
validity of a European patent application 
and eventual patent across the EPC 
contracting states.

There are inevitable complexities to 
obtaining an Arrow declaration, but 
also potentially significant commercial 
upsides. We would be happy to provide 
specific advice on any case you may have.



Up to grant of European patents, 
assignments are registered centrally  
at the European Patent Office. After 
grant, they must be registered in each 
validated country. For cost effectiveness, 
an assignment should be registered  
at the European Patent Office before 
grant of the patent.

In the UK, an assignee who does not 
register an assignment within six 
months of the assignment (or as soon 
as practicable thereafter) runs the 
risk of not being able to claim legal 
costs or expenses in UK infringement 
proceedings incurred before registration 
of the assignment. Furthermore,  
if a transaction is not registered in the 
UK, then it is unenforceable against  
a subsequent transaction to a party that, 
in good faith, did not know about the 
earlier unregistered transaction.  
We advise that any transfer be recorded 
as soon as practicable and preferably 
within six months of the assignment.

ENTITLEMENT
The right to a patent begins with 
the inventor(s) and any subsequent 
proprietors must have acquired the right 
to the patent from the inventor(s).

In the UK, rights to a patent can pass 
from the inventor(s) to their employer  
by virtue of employment, as long as 
certain criteria are met. Otherwise, 
rights are transferred only by formal 
assignment. There must be a clear chain 
of title from the inventor(s) to the 
ultimate assignee or rights can be lost.

ENTITLEMENT TO CLAIM PRIORITY 
A party seeking to claim a right to 
priority from an earlier application 
must have legal entitlement to do so. 
Otherwise, the claim to priority could 
be defective. A valid transfer of the 
priority application (and the right to 
claim priority) from all inventor(s) or 
applicant(s) must have already taken 
place at the time of filing the later 
application. If the claim to priority 
is held invalid, the patent risks being 
revoked in view of intervening prior art.

GENERAL POINTS
•  The assignment must be in writing: 

both the assignor and the assignee 
must be mentioned and the address 
of the assignee must be indicated on 
the document. The patent/application 
numbers should also be indicated.

•  Both parties must sign the 
assignment: the EPO is imposing 
this rule even on assignments of US 
priority applications. The individuals 
signing must also indicate their name 
and job title next to their signature.

•  Authority to sign: anyone signing 
on behalf of a party should be able 
to demonstrate their authority to 
sign on behalf of that party. The 
EPO may request evidence, such 
as from the Company Register, the 
Company’s Memorandum or Articles 
of Association. 

•  All co-owners must consent to the 
assignment: even if just one of the  
co-owners wishes to assign its share 
in the patent/application, consent 
from all co-owners is required.  
The easiest way to show this is by 
specific mention in the assignment 
and to have all co-owners (as well  
as the assignee) sign the document.

•  Determine whether transaction tax is 
payable. UK stamp duty (transaction 
tax) is not payable on an assignment 
that is exclusively for the sale, transfer 
or other disposition of Intellectual 
Property taking place after 28 March 
2000. However, UK stamp duty 
remains chargeable on agreements that 
deal in part with Intellectual Property 
and in part with other property on 
which stamp duty is payable.

•  Register the assignment: although 
there is no statutory requirement  
to register assignments in the UK  
or at the EPO, if you want to take  
any action on a patent you own,  
you must be the registered owner  
of that right.
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As with any intellectual property right, getting the 
desired scope for a registered design is of utmost 
importance. However, unlike patents, registered designs 
in the UK and EU do not have verbal claims. Indeed, 
while it is possible to include verbal disclaimers or 
limitations in a UK national registration, this is not 
possible in the EU – in the EU any disclaimers or 
limitations need to be clear from the representations. 
Moreover, it is not possible to have dependent claims 
with narrower scope to fall back on in the event 
that the broadest concept is invalid. We therefore 
provide here some suggestions as to maximising the 
likelihood of a registered design covering the desired 
scope. Nevertheless, owing to the nature of designs, 
the suggestions here will not always be appropriate, as 
different designs will need different approaches. We will 
be happy to advise on specific cases.

Firstly, it is important that the 
representations are chosen carefully.  
This includes the type of views, the number 
of views, and what is shown in the views. 
Each design effectively constitutes a single 
claim, the scope of which is interpreted by 
reference to all of the views. Accordingly, 
the views must be consistent with each 
other in terms of depicted features, and 
it must be borne in mind that features 
shown in only one view (such as a side 
view or exploded view) may be limiting to 
the design as a whole.

A broad design is generally best achieved 
with a simple line drawing. This will in 
many cases provide the broadest scope as 
it is likely to be construed as a claim to 
the shape of the product. Nevertheless, 
caution still needs to be exercised since 
a line drawing may in some instances be 
deemed to be representative of a product 
with no surface ornamentation.

With regard to fall back positions, if 
a broad design is being pursued, one 
significant advantage of the registered 
design regime in the UK and EU is that 
it allows the filing of multiple design 
applications together in a ‘multiple 
application’, for which costs are much 
reduced. One option to try to replicate 
dependent claims in a design application 
is therefore to use this cost-efficient 
system to file several concurrent 
applications, effectively to create ‘claims’ 
of decreasing scope.

Of course, it is possible to go further 
than this and include designs with many 
different scopes. For example, in some 
instances it may be desirable to have 
different applications which show the 
same features but have different features 
disclaimed, for example if there are 
several commercially valuable features  
to the design you wish to claim 
separately but also in combination. 
Although every ‘claim’ filed in this way 
incurs a cost, the cost decreases for 
the second design onwards. For an IP 
right that is difficult to amend, several 
different concurrent approaches are 
likely to be justified for  
a valuable design.

A first ‘dependent claim’ might take 
the form of a second, more detailed, 
representation of the product, for 
example a CAD rendering. In a CAD 
rendering, however, it is important 
to take care over the shading and 
ornamentation, as these may well be 
considered to be part of the design.  
For example, if your product will include 
ornamentation but you do not want 
it to limit the design, it may be useful 
to show but to clearly disclaim the 
ornamentation. One option for this may 
be to represent the ornamentation in 
broken lines. However, other options are 
possible and we would be happy  
to advise on individual cases.

A third application as a further fall 
back position might be a monochrome 
photograph, which clearly shows all the 
features of the design but, by virtue of 
being monochrome, would not claim 
the colours. This can be supplemented 
by a fourth application in the form of 
a colour photograph. Photographs are 
probably the most effective designs 
against direct imitations, but of course 
may be susceptible to being avoided  
by a slight change in the design.

The strategy works because there is no 
practical limitation to filing of divisional 
applications (other than that they must 
be filed prior to grant of the parent 
from which they are directly divided), 
and there is no time limit for grant 
of a patent at the EPO. It is possible, 
therefore, to have a patent application 
pending at the EPO for the entire  
20 year term of the case. While the cost 
of filing and maintaining divisional 
patent applications is not insignificant, 
this is relatively little in comparison  
to the cost of litigation.

There is no mechanism for invalidating  
a pending patent application, which 
often means that a competitor can be put 
to a significant commercial disadvantage 
if pending patent applications are 
maintained for many years, with little 
confidence as to what patent may 
eventually be granted by the EPO and 
then enforced. This is exacerbated by 
the fact that an infringer, under certain 
conditions, can claim back damages 
from the date of publication of the 
patent application to the date of grant 
(when infringement proceedings can be 
first instituted).

SEEKING CERTAINTY AGAINST A PROLIFIC PATENT FILER

In cases of valuable inventions, it has become common 
practice, particularly with European patent applications, 
to file one or more divisional patent applications by 
way of back-up. There are many advantages to this 
strategy, including being able to address in the divisional 
application issues that arise with the parent patent during 
the EPO opposition proceedings, and similarly to address 
any infringement or validity issues raised in national 
infringement or revocation actions before the individual 
national authorities. 

There are many areas in which patent prosecution before 
the European Patent Office are comparable with that 
before the USPTO, CIPO or JPO. However, a key area 
where EPO practice diverges from that before other 
offices is at oral proceedings.

Oral proceedings are an optional stage that 
must be requested in advance. However, 
once requested, a final rejection decision 
cannot be reached by a Division of the 
EPO without holding oral proceedings. 
They are therefore an important safety net 
that we request early in proceedings and 
one we use as a matter of course. 

Oral proceedings can occur during 
Examination, Opposition or Appeal 
proceedings and can be ex-parte or 
inter-partes. The general procedure  
is the same, irrespective of the type  
of proceedings or whether they are  
ex-parte or inter-partes. 

Oral proceedings are an important 
tactical tool that should be used 
with care. Once oral proceedings are 
scheduled, procedure gets stricter and 
timings generally non-extendible. 
However, oral proceedings when used 
correctly can improve the likelihood  
of success of many cases.

Oral proceedings include both a written 
submission and an oral hearing. The 
written phase is largely treated as an 
office action. As attendance at the oral 
phase is not obligatory, oral proceedings 
in effect provide a further written 
opportunity to bring a case to allowance 
that would not otherwise be available.

THE BOARD
Oral proceedings are held before a board 
which is charged with reaching the final 
decision. The board is typically formed  
of three Examiners: the primary Examiner 
who has handled the case to date, the 
Chairman (who is typically the senior 
member present) and the rapporteur 
(another Examiner who is responsible 
for taking the minutes). Sometimes a 
fourth Examiner who is legally qualified is 
involved if the issues are of a legal nature. 
Generally, the views of the Chairman steer 
the oral proceedings. It may be that the 
Chairman has a different perspective to 
that of the primary Examiner, although 
this often does not come to light until 
the day of the oral hearing. Dynamics can 
therefore change up to the last minute 
and new opportunities may arise in what 
previously was thought to be a weak case 
(and likewise unforeseen issues may 
arise in what previously was thought 
to be a strong case). The EPO expect 
representatives to have been given full 
authority to handle the case and expect 
decisions to be made on the spot. It is 
therefore important that the representative 
understands the commercial needs of the 
client and so that he or she can make the 
right decisions.

WRITTEN PHASE
The written phase, known as written 
submissions, can be treated to a large 
extent like a response to an office action. 
However, in our experience an Examiner 
will only engage and work with us 
in the written phase if he or she can 
see the response addressing the issues 
and heading towards allowance. We 
therefore recommend that a response is 
comprehensive, fully addresses the issues 
and is preferably filed in advance of the 
deadline set (which is typically 1 month 
before the oral hearing). 

AUXILIARY REQUESTS
Auxiliary requests are alternative claim 
sets that can be filed at any stage in EPO 
proceedings but are typically reserved 
for oral proceedings. Auxiliary requests 
allow fall back positions to be presented 
and the board will consider each  
of these in turn. It is recommended that 
1 to 3 auxiliary requests be presented  
and argued for in the written 
submissions. Each auxiliary request 
needs to separately satisfy the EPC 
(novelty, inventive step, added matter 
etc). Auxiliary requests should be 
used to offer up alternatives on issues 
being argued – an alternative wording 
that addresses clarity or added matter 
differently or additional features that 
improve arguments on novelty or 
inventive step.

Inventors and applicants are entitled 
to attend the hearing as observers. It 
depends on the case whether this is 
worthwhile. For example we had an 
instance in the past where we were asked 
on the spot to prove an equation in a 
specification from first principles!

CONTROLLING COSTS
Oral proceedings can be expensive 
($6-10k+). The majority of this expense 
is due to preparation time and also 
attendance at the hearing (which can 
last all day in complex cases). However, 
there are ways of minimizing costs 
while retaining the benefits. Interaction 
with us early in the oral proceedings 
process in particular can keep costs 
down – we can give guidance to 
improve chances that amendments will 
address added matter requirements 
(rather than trying to work it out 
when presented with instructions) 
and also get a better insight on tactics, 
commercial priorities and areas where 
the inventor thinks there may be 
inventive step. On particularly cost-
constrained cases we ask for the hearing 
to be via video conference – while less 
effective than attendance in person, it is 
a cheaper middle ground and can shave 
$1-1.5k off costs.

WRITTEN PHASE
Once written submissions are filed, 
they will be considered by the primary 
Examiner. Examiners, on the whole, are 
not inclined at this stage to enter into 
detailed discussion on amendments 
and arguments. If the amendments and 
arguments are persuasive or head in the 
right direction then the Examiner will 
normally assist us in trying to bring the 
case to a close without oral proceedings. 
If not, we are likely to get a brief 
summary of where the issues remain 
ahead of the oral proceedings and we can 
then decide how to progress from there.

If written submissions are filed prior  
to the deadline, the Examiner is obliged 
to look at them and most will give 
feedback. If written submissions  
(or additional submissions) are filed 
later (often this happens when there 
is an opposition with parties filing 
submissions right up to the day before 
the hearing), the Examiner is only 
obliged to consider them if they are 
prima facie relevant to the case and do 
not introduce new objections.

ORAL HEARING
We are not obliged to attend oral 
proceedings (but we are expected to 
advise the board if not attending).

However, on many issues (barring 
possibly those of policy such as non-
statutory subject matter), attendance  
is generally worthwhile as it can 
highlight areas where allowance may be 
reached that may not be apparent from 
the written proceedings.

ORAL PROCEEDINGS AT THE EPO

Summary

Oral proceedings are often misunderstood and generally not used as 

effectively as they could be. While we actively work to ensure cases 

grant and oppositions are won without needing oral proceedings, 

there are cases where oral proceedings are necessary. We have 

significant expertise and success rates in this area and although oral 

proceedings are the EPO’s way of forcing closure of the proceedings, 

they do not necessarily mean closure will be by rejection.

DESIGNS: TOWARDS A CLAIM-BASED APPROACHASSIGNMENT OF UK AND EUROPEAN PATENT APPLICATIONS

Patent assignments have several formal requirements  
that must be met in order for them to be considered valid. 
When assigning the rights in European or UK patents/
applications, we recommend ensuring the following 
criteria are met:

When filing a later application that 
claims priority from a previous 
application filed in another name  
(e.g. the names of the inventor(s)),  
we recommend:

•  The assignments are signed before 
filing the later application claiming 
priority. An assignment dated after 
the filing date cannot retroactively 
restore the right to claim priority.

•  The assignment expressly assigns the 
right to claim priority in addition  
to any rights in the invention and 
the priority application. An intention 
to transfer priority rights that is not 
formally finalised before filing of the 
later application does not transfer 
the rights.

•  If suitable assignments cannot be 
obtained by the end of the priority 
year, we advise filing the later 
application in the name of the 
inventors or original applicants. 
An assignment from the inventors to 
a corporate entity can always be filed 
after filing the later application. 

If an assignment is not in place  
at the time of filing the later application, 
the successor in title to the priority 
application may still be established 
through relevant national law e.g.  
by virtue of employment. However,  
if in doubt, an assignment should  
be obtained. 

In light of this dilemma, the English 
Courts have developed the notion of 
an “Arrow declaration”, following the 
decision of the High Court in Arrow 
Generics Ltd and Arrow Pharm (Malta) 
Ltd v Merck & Co., Inc, later confirmed  
by the Court of Appeal in Fujifilm 
Kyowa Kirin Biologics Co Ltd v Abbvie 
Biotechnology Ltd and Abbvie Ltd. 
In both of those cases, the patentee 
had filed multiple divisional patent 
applications in support of a parent 
that was later revoked or given up by 
the patentee. An Arrow declaration is a 
declaration that a specified product is 
not patentable, typically obvious, in light 
of the prior art. This has the consequence 
that should the patentee obtain a 
granted patent covering that “specified” 
product, the patent would be invalid. 
Such a declaration does not replace a 
traditional revocation action (which can 
be instituted only after grant), but can 
provide confidence to a company against 
vexatious actions by a patentee.

While an Arrow declaration is applicable 
specifically in the UK, it can be expected 
to have a significant bearing on the 
validity of a European patent application 
and eventual patent across the EPC 
contracting states.

There are inevitable complexities to 
obtaining an Arrow declaration, but 
also potentially significant commercial 
upsides. We would be happy to provide 
specific advice on any case you may have.
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EUROPEAN PATENT APPLICATIONS: PREVENTION IS BETTER THAN CURE

There are many complexities to European IP 
practice and laws that can often cause difficulties 
to foreign practitioners. We set out in this review 
our advice on a number of critical practice areas, 
and also provide updates on recent developments 
of significant interest to our profession.

1

www.williamspowell.com 1

One of the areas we discuss in this review 
is how EPO-specific objections can be 
frustratingly difficult (and expensive) to 
resolve. Many of these objections can be 
pre-empted however by means of a few 
expert tweaks, for example, before a PCT 
application is filed. 

With this in mind, Williams Powell is 
pleased to offer a pre-filing review to get 
your client’s patent application in good 
shape for the European regional phase. 

For a fixed charge of US$500, we will 
carry out the following checks in advance 
of your filing a PCT application:

•  Analysis of claim structure and 
introduction of multiple dependencies 
(to reduce risk of EPO ‘added matter’ 
objections – see article overleaf).

•  Review of description and advice 
concerning removal of toxic wording 
which may cause EPO to limit the 
scope of the invention.

•  Review of priority claim and advice 
concerning the impact of client’s own 
prior art.

•  Review of subject matter of application 
and preliminary advice as to risk of 
EPO raising an objection of excluded 
subject matter (see ‘Medical Inventions’ 
article). We will suggest appropriate 
EPO-style ‘medical use’ claims.

DRAFTING PATENT APPLICATIONS FOR EUROPE AND OTHER COUNTRIES

The European Patent Office (EPO) has a particularly 
strict approach to added subject matter and sufficiency. 
We identify below a number of areas of patent drafting 
that can significantly reduce the chances of inadvertently 
breaching EPO practice, not only during examination 
but also in post-grant oppositions. This is a complex area 
of law with significant intricacies, so we would be happy 
to advise on any specific case or query you may have.

1  ADDED SUBJECT MATTER
The European Patent Convention 
prohibits the amendment of a European 
patent application or patent “in such 
a way that it contains subject matter 
which extends beyond the content of the 
application as filed”. The abstract is not 
deemed a part of the patent application.

For many years now, the EPO has 
required that any amendment be 
supported by explicit wording in the 
original text. While the drawings, subject 
to the usual caveats, can in theory be 
used in support, they have rarely been 
given much weight. More recently, the 
Guidelines for Examination in the EPO 
have been amended to state that a more 
pragmatic approach should be taken, 
namely to consider what a person skilled 
in the art would understand from the 
original disclosure. However, we have to 
date seen little real change in the EPO’s 
approach. This does not surprise us, as the 
EPO generally prefers to use quantifiable 
standards. The “explicit support” standard 
for added subject matter, and in similar 
manner the problem and solution 
approach for assessing inventive step, are 
good examples. Therefore, the apparent 
easing of the standard for assessing 
added subject matter must be treated 
with caution and there is every chance it 
will be relied upon by the EPO only in 
exceptional circumstances.

As a consequence, it is important to draft 
patent specifications that may be used 
in Europe with clear and explicit basis 
for any amendments which could be 
envisaged after filing. A few examples are 
set out below.

1.1 Inadmissible Generalisations
These often arise in one of two ways: a) 
the generalisation of a feature described 
in specific terms, and b) the selection of a 
feature in isolation from other features to 
which it was descriptively linked, such as 
in one embodiment.

1.3 Ranges
Ranges are often a good way of 
qualifying broadly a parameter, feature 
or element. Any range which you may 
wish to rely upon must be specified 
explicitly in the original text. The EPO 
will not, for instance, allow a range 
to be created to encompass two or 
more disclosed specific values, as so 
doing will be deemed an inadmissible 
generalisation. Similarly, the EPO will 
not allow an arbitrary narrowing of a 
range if there is no explicit support for 
that narrower range in the specification. 
A word of caution, though, a long list of 
possible ranges could be objected to for 
the same reason as any other long list of 
alternatives.

1.4 Claim Combinations
The EPO is known to refuse the 
combination of features in separate 
claims if these have not been linked 
by dependency, unless there is explicit 
support in the original text for that 
combination. As a consequence, 
particular care needs to be taken where 
the application does not use multiple 
claim dependencies. If the combination 
cannot be derived from the claims 
themselves, it could come from the 
Summary of the Invention section or 
the specific description. When made in 
the specific description, it is important 
to follow the advice above in relation to 
intermediate generalisations.

Above are just a few examples of the 
pitfalls commonly experienced in 
making amendments at the EPO.

2  ADDED SUBJECT MATTER COULD 
SPELL THE DEATH OF A PATENT

If a patent is found after grant to have 
been inadmissibly amended, there is the 
chance that the error cannot be rectified 
in light of the prohibition in European 
patent law against broadening the scope 
of a patent. If the added subject matter 
can only be removed by a broadening 
amendment, the only outcome will 
be revocation of the patent. This is a 
draconian position that regrettably 
occurs regularly in post-grant opposition 
or revocation proceedings. In light of 
this, it is very important to examine all 
amendments to a patent application with 
particular care for European practice, as 
well as to seek to minimise the chance 
of breaching these provisions by careful 
patent drafting in the first place.

3  SUFFICIENCY - “FEASIBILITY” 
OF THE ALLEGED INVENTION

One of the criteria for sufficiency  
in the EPO is whether the claimed 
invention is “feasible”, in other words 
whether it is reasonable from reading 
the patent specification to conclude 

These traps can be avoided by thinking 
in advance about what features might 
be used in a post-filing amendment 
and ensuring that: (i) the features 
are described both in broad terms as 
well as specifically (such as “fastener” 
and “rivet”), (ii) they are described 
individually, that is, not tied to any 
other features, and (iii) they are set out 
as being applicable to all the relevant 
embodiments of the invention.

If any features are described in 
combination with one another, it is 
important to ensure that this is actually 
intended and that there are no instances 
where they could be used individually of 
one another. If they could be, this needs 
to be explicitly stated.

1.2 Lists of Options
It is common in patent applications to 
see one or more long lists of options 
for a particular element or feature. Such 
lists have very little supportive effect at 
the EPO. More specifically, a long list 
of alternatives, such as constituents of a 
product, is not deemed to disclose any 
one of those constituents explicitly. The 
position becomes even more precarious 
when seeking to combine two or more 
items from two or more separate lists.

The general premise is that you cannot 
select arbitrarily one or more elements 
from one or more lists disclosed in 
the original application. The EPO 
will deem the selection not to have 
been disclosed. If there are preferred 
combinations of features, they should 
be explicitly mentioned. This may be 
done in one or more worked examples, 
as long as it is made clear that any 
disclosed combinations of features are 
not technically necessary combinations, 
unless they are in fact so.

that the inventors had actually made 
the claimed invention, rather that it 
being an untested hope or statement of 
desire. There are several reasons why  
a disclosed invention may be considered 
not feasible. The first is the lack of at 
least one worked example falling within 
the scope of the claims. Whilst it is 
not a mandatory requirement to give a 
worked example, this should only be 
omitted in cases where the invention 
can undoubtedly be implemented with 
ease by the skilled person.  

We have set out above only a few  
of the complexities of drafting patent 
specifications for Europe, and which are 
also applicable in many other countries 
including many of the Asian and Far 
Eastern Patent Offices. We would be 
happy to advise you if you have any 
other queries and to give specific advice 
on a particular case. We often review 
patent specifications for suitability  
in Europe prior to filing in other Patent 
Offices. Please see our article on this 
service in this newsletter.

Another reason is that the claims are 
very broad. In such a case, an applicant 
should aim to include a plurality 
of worked examples to support the 
contention that the inventive concept 
is broader than just one practical 
realisation. Worked examples are not 
limiting on the scope of the claims 
unless they comprise a feature  
or characteristic which turns out  
to be essential to the performance  
of the invention.
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PATENTING OF MEDICAL INVENTIONS IN EUROPE

The European Patent Convention (EPC) specifically 
excludes from patentability surgical and therapeutic 
methods for treatment of humans and animals, and 
diagnostic methods practised on the human or animal 
body. The rationale for this is that medical practitioners 
should not be hampered by the fear of patent 
infringement proceedings when treating patients.  
Having said this, it is worth bearing in mind what can  
be patented when an invention involves such technology.

The EPC explicitly sets out that the 
prohibition of patenting methods of 
treatment/diagnosis does not apply 
to substances or compositions for use 
in such methods. This has led to the 
practice of redrafting US method of 
medical treatment claims as medical use 
claims, which are generally of two types: 
so-called “first medical use” claims, and 
“second or further medical use” claims.

First medical use claims have the general 
format: “Substance X for use in a method 
of medical treatment”. Second or further 
medical use claims have the general 
format: “Substance X for use in a method 
of treating Disease Y”. (Swiss-style claims 
“Use of Substance X in the manufacture 
of a medicament for the treatment of 
Disease Y”, which were commonly 
included in European applications are 
no longer permitted.)

It is worth noting that first and second/
further medical use claims provide an 
exception to the general position on 
novelty in Europe. A first medical use 
claim is deemed novel if there has been 

Generally speaking, if a PCT application 
includes claims relating to a method of 
medical treatment, these are deemed 
sufficient support for first/second 
medical use claims in a European 
application derived therefrom. However, 
it is worth considering including first/
second medical use claim wording from 
the outset if it is likely that the PCT 
application will eventually enter the 
European or UK national phase.

Finally, it should be noted that the 
prohibition against patenting methods 
of diagnosis in Europe relates only to 
such methods practised on the human 
or animal body. Claims originating from 
the US often relate to diagnostic methods 
carried out on a sample obtained from  
a patient. For Europe, such claims should 
not include the step “obtaining a sample 
from a patient”. Instead, the claims could 
specify that the method is “carried out on 
a sample from a patient”.

It is certainly worth bearing these 
issues in mind before filing of a PCT 
application if it might eventually enter 
the European regional phase. As always, 
we would be happy to advise on these 
issues on a case-by-case basis.

no prior disclosure of the substance 
in any medical treatment (even if the 
substance per se is not novel). A second/
further medical use claim is deemed novel 
if the substance is not known for the 
specified medical use (even if it is already 
known for a different medical use).

Novel first and second/further medical 
use claims must, of course, meet the 
other requirements of the EPC in order 
to be allowable. In particular, they must 
be inventive, and they must be enabled. 
On this latter point the concept of 
plausibility has recently been introduced 
in UK patent case law. This is intended  
to eliminate speculative claiming,  
for example, simply listing a huge range 
of possible medical conditions in the 
hope that it can later be shown that 
the substance might work for one of 
them. Plausibility is merely an initial 
threshold: a plausible invention may 
still be held to be insufficient. In order 
to meet the requirements of inventive 
step and sufficiency, experimental data 
demonstrating a/the claimed medical use 
are usually required.
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If you would like to 

take advantage of this 

offer, please send us the 

following at least two 

weeks before the deadline 

and we’ll do the rest:

•  A copy of the draft  

PCT specification 

•  Details of the priority 

claim

•  A list of your client’s 

other applications  

in this field
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UK TRADE MARK ATTORNEYS – STILL THE BEST PORT OF ENTRY FOR 
MAINLAND EUROPE

For many years UK trade mark attorneys have provided 
EU and non-EU clients with high quality representation 
before the EUIPO. In this article, we underline the 
reasons why even after Brexit the UK profession will still 
be the most effective way for non-EU clients to access the 
EU trade mark system.

At first it seems counter-intuitive – why 
look to attorneys in a non-EU country (if 
that’s where the UK ends up) to provide 
EU trade mark services? 

Primarily, it comes down to the ability 
of UK attorneys to bridge the gap 
between a use-based, common-law 
system of trade mark rights and the more 
registration-based mainland European 
system. UK lawyers have always enjoyed 
a strong advantage when it comes to 
representing clients from the same 
type of legal system as that in the UK, 
including for example the ability to 
translate specifications of goods and 
services drafted under the draconian eye 
of the USPTO into the more permissive, 
EUIPO-style specifications of goods and 
services, in order to optimise the client’s 
rights. This includes broadening the 
narrow wording of the kind preferred by 
the USPTO (amongst others) without 
falling into the trap of kitchen-sink, 
class-heading claims historically used 
in mainland Europe. This is particularly 
important to avoid, given the IP 
Translator guidance issued by the CJEU 
and EUIPO (which held that class-
heading claims should not automatically 
cover all goods in the class). 

Of course, other reasons to continue to 
use your UK attorney include continuity 
of a successful existing client-lawyer 
relationship, language, price and level of 
client service. 

As for the practicalities of providing 
these services, rest assured that whatever 
the outcome of the Brexit negotiations, 
Williams Powell is committed to 
continue providing to its clients  
the same quality of EU trade mark 
services at the same price as before 
Brexit. It is perfectly possible for example 
that the UK will end up after Brexit  
in the European Economic Area (EEA), 
in which case UK trade mark attorneys 
will continue to be able to file EU trade 
mark applications. And even if that isn’t 
the final outcome, we intend to continue 
to provide access to the EU trade mark 
system by other means, and are already 
making plans to open new offices in one 
of the mainland EU countries. 

Put simply, the UK might be leaving the 
EU, but Williams Powell will continue to 
be at the heart of Europe.

WILLIAMS POWELL, 11 STAPLE INN, LONDON, ENGLAND WC1V 7QH
+44 (0)20 7242 7005 . MAIL@WILLIAMSPOWELL.COM 

PATENT ATTORNEYS . TRADE MARK ATTORNEYS . LITIGATORS
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